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IN THE 


UNITED STATES COURT OF APPEALS 

FOR THE DISTRICT OF COLUMBIA. 


No. 8854. 


POLAROID CORPORATION and ROBERT A. SMITH, 

Appellants, 

v. 

JAMES E. MARKHAM as Alien Property Custodian 

and 

CONWAY P. COE as Commissioner of Patents, 

Appellees. 


BRIEF FOR APPELLANTS 

IN OPPOSITION TO THE MOTION OF APPELLEE, JAMES E. 
MARKHAM, ALIEN PROPERTY CUSTODIAN TO REMAND TO 
THE DISTRICT COURT WITH INSTRUCTIONS TO VACATE THE 
JUDGMENT FOR LACK OF JURISDICTION. 


SUMMARY OF ARGUMENT. 

This motion is not well taken because: 

I. Express consent exists for bringing this suit. 

1. Consent to bring this action against the United States 
is expressly contained in R. S. $ 4915 which authorizes suits 
against the United States for the issuance of a patent. In 
this, as in all R. S. § 4915 suits, the relief sought is the issu¬ 
ance of a patent, and the principal sovereign interest is not 
any alleged proprietary’ right of the Custodian, but the 
assurance that the grant of patent rights is validly made. 
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2. No proprietary interest of the United States adverse to 
the interest which has caused it to give this court jurisdic¬ 
tion of itself in an R. S. § 4915 suit is involved in this action. 
A decision on the merits will not affect any property which 
is validly possessed by the United States or which is re¬ 
quired by the United States in order that its agencies may 
perform their governmental functions. 

3. It is not consistent with the intent and language of the 
Trading with the Enemv Act to construe that Act as with- 
drawing consent to name the Alien Property Custodian as 
defendant in an R. S. § 4915 suit. The statute was never 
intended to affect the property rights of United States citi¬ 
zens, and must be construed in the light of R. S. § 4915 as 
giving consent to bring this suit. 

4. Section 7 (c) of the Trading with the Enemy Act does 
not restrict appellants solely to the remedies and reliefs 
specifically prescribed in Section 9 (a) and the other sec¬ 
tions of the Act. 

II. Regardless of ichether consent to bring this suit against 
the Custodian is found in R. S. $ 4915 , the Trading with 
the Enemy Act must be construed as giving that con¬ 
sent for the reason that any other construction will 
render the Act unconstitutional. 

1. Acts of Congress must be construed so as to preserve 
their constitutionality. 

2. An applicant for a patent, if he satisfies all of the re¬ 
quirements of the Patent Statutes, is entitled as a matter of 
right to a patent and this right is protected by the due pro¬ 
cess clause of the Fifth Amendment. 

3. If the Trading with the Enemy Act is construed so as 
to render the Alien Property Custodian immune from an 
R. S. § 4915 suit, appellants are deprived of a valuable prop¬ 
erty right and the Act must be held to be unconstitutional. 

4. If the Trading with the Enemy Act denies appellants 
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their right to proceed under R. S. § 4915, it must also be held 
to be unconstitutional as repugnant to that portion of 
Article I, Section 8 of the Constitution which empowers 
Congress to grant patents. 

III. If this motion is granted it will: 

1. Give the Custodian power to deny an unsuccessful 
party to an interference the right of appeal. 

2. Den}’ the Commissioner of Patents jurisdiction over 
the Custodian in an interference proceeding and confuse 
the rights of applicants and patentees who have been in¬ 
volved in interference proceedings with applications or pat¬ 
ents of the Custodian. 

3. Throw into confusion all of the proceedings in the 
Patent Office regarding patents and applications of the 
Alien Property Custodian and any other government 
agency. 

IV. The Relief Prayed for in This Motion is Incomplete. 
This motion, if granted, should provide for vacating all 

judicial proceedings in the Patent Office from the time the 
Custodian vested the Sauer patent and should require the 
Commissioner of Patents to hold in abeyance all further 
action on appellants’ application until title to the Sauer 
patent is conveyed to a private person. 
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ARGUMENT. 

I. CONSENT. 

1. Consent to bring this suit against the United States is 
expressly contained in R. S. $ 4915 which authorizes suits 
against the United States for the issuance of a patent. 

The Constitution empowered the United States to secure 
for a limited time to inventors the exclusive right to their 
discoveries: 

‘ * The Congress shall have power ... to promote the 
progress of science and useful arts, by securing for 
limited times to authors and inventors the exclusive 
right to their respective writings and discoveries. (Art. 
I, sec. 8.)” 

In the exercise of this power, the United States not only 
authorized the Commissioner of Patents to issue patents, 
but permitted itself to be sued for the issuance of a patent. 
This remedy against the United States is made available in 
an R. S. § 4915 suit. The Commissioner of Patents is 
always a proper party to an R. S. § 4915 suit ( Radthe Pat¬ 
ents Corp. v. Coe et al., 74 App. D.C. 251; 122 F. (2d) 937; 
Cleveland Trust Co. v. Berry, 96 F. (2d) 517; Gandy v. 
Marble, 122 U.S. 432) and is a necessary party in an ex parte 
R. S. § 4915 suit. 

It is well settled that in order to determine whether or not 
a suit is a suit against the United States, one must look to 
the relief prayed for in the suit. “The determinative factor 
is the effect of the judgment. Louisiana v. McAdoo, 234 
U.S. 627” Transcontinental and Western Air v. Farley, 71 
F. (2d) 288. It is significant that the judgment prayed for 
in this and in all R. S. § 4915 suits is exactly the same, 
namely, a decree authorizing the Commissioner of Patents 
to issue a patent to the plaintiffs. It follows, therefore, that 
the only factor that need be considered in deciding whether 
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this court has jurisdiction over the Custodian is whether 
the United States has consented to be sued for the relief 
prayed for in this case, and obviously it has since it has 
made express provision for naming the Commissioner of 
Patents as a defendant. 

The United States is, in fact, properly before this court 
and subject to its jurisdiction since the Commissioner of 
Patents is named herein as a defendant, and it is conceded 
by the Custodian that he is properly subject to the jurisdic¬ 
tion of this court. It is not seen how a court can have juris¬ 
diction over a sovereignty, and at the same time lack 
jurisdiction over that, sovereignty for the purpose of 
granting a single judgment. There is only one sovereignty 
through which immunity can be claimed, and where that 
sovereignty has waived immunity by expressly consenting 
to the establishment of a particular right against itself in 
a suit in equity, it cannot thereafter be urged without ex¬ 
press statutory authority that the sovereignty withdraws 
that consent as to one of its agencies. A sovereignty does 
not, because it operates through a plurality of agencies, lose 
its character as a single entity. United States v. National 
Exchange Bank, 270 U.S. 527. 

The United States obviously has a substantial and justi¬ 
ciable interest in all R. S. § 4915 suits, regardless of 
whether it asserts any claim to the invention involved. This 
is evident from the fact that in an ex parte R. S. § 4915 
action which is as much a suit in equity as the present 
action, the only adverse party is the Commissioner of 
Patents. 

Yet, the Custodian urges, in effect, that the consent of 
the United States to be sued for a property right which it 
has agreed to grant is withdrawn once the United States has 
acquired an interest in another’s claim to that property 
right, regardless of the validity of the latter claim. In 
other words, although the United States has agreed to grant 
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certain property rights upon satisfaction of certain condi¬ 
tions, and has given this court jurisdiction to determine 
when such couditions are satisfied, one of the conditions 
being a showing that the claim of an adverse claimant is an 
invalid one, it is contended by the Custodian that the United 
States withdraws this consent to jurisdiction over itself 
upon acquisition of an invalid claim of title to that property. 

The primary concern of the sovereign in its exercise of 
the sovereign act of granting patents is to make certain that 
the grants are made only to those validly entitled to them. 
A proceeding under R. S. § 4915 is an integral part of the 
patent structure whereby the United States, as guardian of 
the public interest, insures that the grant of exclusive rights 
is made in conformity with the constitutional provisions 
which empower it to make the grant. This interest is the 
paramount and controlling sovereign interest, and it is vital 
to that interest that R. S. § 4915 suits be heard on their 
merits. 

Accordingly, any proprietary interest of the Alien Prop¬ 
erty Custodian, if it is involved at all in this suit, is clearly 
subordinate and ancillary to this principal interest which 
expressly confers jurisdiction over the United States in an 
R. S. § 4915 action upon this court and requires that this 
court retain jurisdiction of the present action. 

The Commissioner of Patents is naturally the only gov¬ 
ernment agent specifically named in an R. S. § 4915 suit as 
a party against whom suit can be brought, for the reason 
that in every instance judgment will direct him to issue a 
patent. However, if R. S. § 4915 expressly gives consent 
to sue the agent of the United States who is empowered by 
Congress with paramount authority in connection with the 
issuance of a patent, it must certainly be construed as giving 
consent to a suit for the same relief naming also an agent of 
the Government who asserts the right of a prior inventor 
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only as an incident of his regulatory power over alien 
property. 

2. No proprietary interest of th-e United States adverse 
to the interest which has caused it to give this court jurisdic¬ 
tion of itself in an R. S. § 4915 suit is involved in this action. 

As we have shown above, R. S. § 4915 gives express con¬ 
sent to name the United States as a defendant in a suit for 
the issuance of a patent, and this consent is not withdrawn 
by the existence of any proprietary interest or claim of the 
United States in the invention in issue. 

However, it seems clear that no proprietary interest of 
the sovereign adverse to the interest which has caused it to 
give this court jurisdiction of itself in an R. S. § 4915 suit is 
here involved. A decision on the merits in this R. S. § 4915 
suit will not affect any property validly possessed by the 
Alien Property Custodian, nor any property which is re¬ 
quired by the Custodian for the performance of his govern¬ 
mental function. 

The property right to wdiich appellants seek to establish 
title in this suit is the right to exclude others from the man¬ 
ufacture, sale or use of the polarizing structure claimed in 
the Sauer patent. They seek a determination that appellant 
Smith is the first, sole and true inventor of the subject 
matter covered by the Sauer patent, and therefore is en¬ 
titled to a claim to that subject matter. If appellants’ con¬ 
tention is correct, and this cannot be determined except by 
hearing the case on the merits, and moreover, for purposes 
of jurisdiction it must be assumed that appellants wall pre¬ 
vail, the Alien Property Custodian, when he vested the 
Sauer patent, did not acquire the right to exclude others 
from the manufacture, use and sale of the polarizing struc¬ 
ture claimed by Sauer. Therefore, this suit does not disturb 
whatever valid property right or interest the Custodian 
vested when he acquired the Sauer patent. 
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The Custodian has conceded that appellants are not mak¬ 
ing any claim for “any interest, right or title in any money, 
or other property” which has been vested by the Custodian. 
He states further that “The plaintiff here does not attack 
the Custodian’s title to the patent or claim any title or 
interest therein for himself”. How, then, does this suit 
affect any property validly vested by the Custodian if it 
does not claim any interest, right or title in any money or 
other property of the Custodian ? 

To support this contention that property of the United 
States will be adversely affected if appellants prevail in the 
present suit, the Alien Property Custodian has urged that 
the questions considered and adjudicated in an R. S. § 4915 
suit became res judicata between the parties. This is con¬ 
trary to the weight of authority. A decision in an R. S. 
§ 4915 suit “becomes the decision of the Patent Office, and 
is to govern the action of the Commissioner. Gandy v. 
Marble, 122 U.S. 432, 440”. Cleveland Trust Co. v. Berry, 
supra, and it is well settled that “No decision of the Com¬ 
missioner of Patents . . . (citing cases) or of an appellate 
court on appeal therefrom . . . , in any interference case, is 
pleadable as res judicata in any action in any Court . . . . ” 
Walker on Patents, Deller’s Edition, Volume 2, page 940. 

Assuming, however, that a decision here is res judicata 
between the parties, it is not seen in what respect the deci¬ 
sion would adversely affect any property to which the Gov¬ 
ernment has valid title, or for that matter any property used 
by the Government for the performance of a governmental 
function, whether validly owned or not. Appellants can¬ 
not obtain a patent in this action unless they are validly 
entitled to it under our Patent Laws, and if the patent is 
obtained, whatever cloud it places on the validity of the 
Sauer patent is one wdiich existed at the time the Sauer 
patent issued and is now merely being made of record in a 
judicial proceeding. 
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Furthermore, the power of the Alien Property Custodian 
to regulate, punish or define trading with the enemy is in no 
respect affected by the validity of the Sauer patent or by the 
issuance to a prior inventor of a patent to the polarizing 
structure covered by the Sauer patent. It is not necessary 
for the Alien Property Custodian to have the valid right to 
exclude others from the manufacture, sale and use of the 
polarizing structure claimed by Sauer in order that he may 
be able to perform his governmental function of regulating, 
punishing and defining trading with the enemy. 

Thus, this suit does not adversely affect any property 
vested in the Alien Property Custodian, and does not in any 
respect inhibit or interfere with the performance by the 
Alien Property Custodian of the governmental functions 
delegated to him. 

Obviously, therefore, there is no interest of the United 
States involved in this suit which is in derogation of its 
interest in the constitutional performance of its sovereign 
acts whch has caused it to give consent to be sued under 
R. S. § 4915 for the issuance of a patent. 

3. The Trading with the Enemy Act does not deny appel¬ 
lants the right to proceed under R. S. § 4915 against the 
Custodian . 

No provision of the Trading with the Enemy Act can be 
construed as withholding or denying consent to name the 
Alien Property Custodian as an adverse party in an R. S. 
§ 4915 suit. In fact, the only construction of the Act con¬ 
sistent with the purpose and language thereof is that it was 
intended to preserve to applicants for patents the right to 
proceed under R. S. § 4915. 

The Custodian does not dispute that he “holds the Sauer 
patent subject to the claim of the appellants to a patent for 
the invention involved”, and yet at the same time he con¬ 
strues the Trading with the Enemy Act as conferring upon 
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him the power by continued ownership of the Sauer patent 
to deny appellants their right to a patent. 

To so construe the Trading with the Enemy Act is con¬ 
trary to the express language of the Act, and is obviously 
contrary to the intent of Congress in enacting the Act. It is 
clear that the Act was never intended to give the Alien 
Property Custodian a greater right in alien property than 
was possessed by the alien to the detriment of the property 
rights of United States citizens. Section 12, for example, 
defines the capacity in which the Custodian vests property 
as follows: 

“The Alien Property Custodian shall be vested with 
all of the powers of a common-law trustee in respect of 
all property, other than money, which has been or shall 
be . . . conveyed, transferred, assigned, delivered, . . . 
over to him in pursuance of the provisions of this Act, 
and . . . shall have power ... to exercise any rights 
or powers which may be or become appurtenant thereto 
or to the ownership thereof in like manner as though 
he were the absolute owner thereof.” 

Thus, while it grants to the Custodian absolute ownership 
of all property vested in him, Section 12 gives him no greater 
property right than that possessed by the alien. Obviously, 
if it had been the intent of Congress to give the Alien Prop¬ 
erty Custodian rights greater than possessed by the alien in 
derogation of the interests of United States citizens, this 
intent would have been expressed in language different from 
that of Section 12. It is clear from the latter section that 
Congress meant to place the Alien Property Custodian in 
precisely the same position as the former owner of the 
property right which he vested, with the same rights and 
powers, but with no more. 

Nothing in Section 5 (b) as recently amended indicates 
any contrary intent on the part of Congress. Section 5 (b) 
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merely states that the property shall be held “in the interest 
of and for the benefit of the United States”. No possible 
construction of this language can be interpreted to consti¬ 
tute an intent on the part of the United States to acquire 
more than the property right of the alien or to deny United 
States citizens access to the courts in establishing their 
valid rights. 

The intent of Congress to preserve property rights of 
persons not “an enemy or ally of enemy” in property owned 
by an “enemy or ally of enemy” even after title of the 
enemy or ally of enemy to that property had vested in the 
Alien Property Custodian, is also expressed in Section 8 (a) 
of the Act, which provides: 

“That any person not an enemy or ally of enemy 
holding a lawful mortgage, pledge, or lien, or other 
right in the nature of security in property of an enemy 
or ally of enemy which, by law or by the terms of the 
instrument creating such mortgage, pledge, or lien, or 
right, may be disposed of on notice or presentation or 
demand, and any person not an enemy or ally of enemy 
who is a party to any lawful contract with an enemy or 
ally of enemy, the terms of which provide for a termina¬ 
tion thereof upon notice or for acceleration of maturity 
on presentation or demand, may continue to hold said 
property, and, after default, may dispose of the prop¬ 
erty in accordance with law or may terminate or mature 
such contract by notice or presentation or demand 
served or made on the alien property custodian in ac¬ 
cordance with the law and the terms of such instru¬ 
ment or contract and under such rules and regulations 
as the President shall prescribe; and such notice and 
such presentation and demand shall have, in all re¬ 
spects, the same force and effect as if duly served or 
made upon the enemy or ally of enemy personally: 
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Provided, That no such rule or regulation shall require 
that notice or presentation or demand shall be served 
or made in any case in which, by law or by the terms of 
said instrument or contract, no notice, presentation, or 
demand was, prior to the passage of this Act, required: 
and that in case where, by law or by the terms of such 
instrument or contract, notice is required, no longer 
period of notice shall be required: Provided, further, 
That if, on any such disposition of property, a surplus 
shall remain after the satisfaction of the mortgage, 
pledge, lien, or other right in the nature of security, 
notice of that fact shall be given to the President pur¬ 
suant to such rules and regulations as he may prescribe, 
and such surplus shall be held subject to his further 
order.’’ 

Under this section, any person not an enemy or ally of an 
enemy having a mortgage, pledge or lien or other right in 
the nature of security or property vested in the Alien Prop¬ 
erty Custodian may dispose of that property in accordance 
with law by giving due notice to the Custodian. It is obvious 
from such sections as Section 8 (a) and Section 9 (a) that 
Congress endeavored to anticipate and protect every claim 
of a United States citizen in property owmed by an enemy 
alien. 

The failure to specifically set out every action in which 
the Alien Property Custodian, by virtue of his vested inter¬ 
est, might be named as an adverse party by a United States 
citizen who seeks to establish a right to which he is entitled 
should not be construed as an express denial of consent to 
name the Custodian in such an action. In fact, the contrary 
conclusion is the only conclusion that can be logically drawn 
from a reading of the Act as a whole. 

It is significant too, that the courts have invariably con¬ 
strued the Act as preserving the property rights of persons 
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not enemies or allies of enemies, and as giving consent to 
such persons to bring an action against the Custodian for 
the purpose of asserting these rights. 

In Henkels v. Sutherland, 271 U.S. 298, 301, the Supreme 
Court stated: 

“With enemy-owned property seized by the Custo¬ 
dian, it has been held, the United States may deal as it 
sees fit, White v. Mechanics’ Securities Corporation, 
269 U.S. 283; but it has no such latitude in respect of 
the property of an American citizen. Whether the Gov¬ 
ernment shall pay interest upon its obligations depend 
upon Congressional assent; hut it cannot confiscate the 
actual increment of property belonging to a citizen, or 
the increment of the proceeds into which such property 
has been converted, any more than it can confiscate the 
property or its proceeds, without coming into conflict 
with the Constitution.” (Emphasis supplied.) 

The language of the District Court of the Southern Dis¬ 
trict of New York, in Draeger Shipping Co. v. Crowley, 49 
F. Sup. 215, 218, is particularly pertinent, for in that case, 
sections of the Trading with the Enemy Act enacted in 1917 
were held to be still applicable despite the subsequent enact¬ 
ment of Section 5 (b). The court, in reaching this conclu¬ 
sion, stated: 

“It cannot be assumed in the absence of compelling 
reasons that Congress intended to withhold from a 
citizen of the United States whose property has been 
seized by the Alien Property Custodian on the errone¬ 
ous ground that it is controlled by a foreign or enemy 
country or national thereof (however defined) a judicial 
remedy which it grants to everyone but an enemy or 
ally of an enemy, whose property has been seized on the 
ground that it is enemy owned. 
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“Moreover, to hold that Section 9 (a) does not apply 
to action taken under Section 5 (b) as amended, and to 
construe Title III of the First War Powers Act, 1941, 
as giving to the Alien Property Custodian the power to 
retain property of a citizen on the ground that it is 
owned or controlled by a national of a foreign or enemy 
country without giving the citizen the right to establish 
in a court that it is not so owned or controlled would 
raise a serious question as to the constitutionality of 
the 'provisions of Title 111.” (Emphasis supplied.) 

The following language in United States v. The San 
Leonardo, 51 Fed. Supp. 107, is also pertinent: 

“The right of the petitioner, the Alien Property Cus¬ 
todian, to seize the property of alien enemies, can not 
be successfully questioned, and no authorities need be 
cited, as that has been its policy from the earliest days 
of this court, and it seems clear to me that the claimants 
in each of the above entitled actions were, at the time of 
the seizure of such vessels, alien enemies. 

11 The alien property custodian could not, however, 
take any greater interest in property seized than the 
alien enemies had, and this was recognized by the pro¬ 
visions of the Vesting Order. Therefore, the issues 
originally created by the libels for forfeiture of the 
ships, still remains to be decided in the above entitled 
actions/’ (Emphasis supplied.) 

Of interest and directly in point as the only case involving 
the conflict of the Patent Statutes and the Trading with the 
Enemy Act which the Custodian asserts exists here is a 
decision of the Commissioner of Patents in an interference 
proceeding in the Patent Office in which the Custodian peti¬ 
tioned the Commissioner to be permitted to prove the con¬ 
tents of a German application by secondary evidence, and 
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urged in support of the petition that the provision of Rule 
94 of the Rules of Practice of the Patent Office were not 
binding upon the Custodian. It was argued by the Cus¬ 
todian that as an officer of the United States acting in a 
sovereign capacity under the Trading with the Enemy Act, 
his authority was paramount and the office of the Commis¬ 
sioner of Patents is “subordinate to that of the Alien 
Property Custodian”, and consequently, “it is doubtful if 
the requirement of Rule 94 binds him at all”. In denying 
the petition, the Commissioner of Patents stated: 

“No statutory authority has been cited supporting 
these contentions, and we do not know of any. We will 
dismiss them by simply observing that the only powers 
with respect to patents conferred upon the Custodian 
by Congress are found in Section 7-C and 12 of the 
Trading with the Enemy Act. Under these sections, 
he may seize ‘patents, copyrights, and applications 
therefor, and rights to apply for the same’ and may 
hold them as a common law trustee, and may ‘exercise 
any rights or powers which may be or become appurte- 
nent thereto or to the ownership thereof in like manner 
as though he were the absolute owner’. Insofar as 
applications for patents are concerned, the act is merely 
an enabling act—it empowers the Custodian to do 
something (file and prosecute applications for patents) 
which otherwise he would have no authority to do. It 
does not repeal or modify the patent statutes, or a/ny 
part of them. It is obvious, therefore, that there is no 
conflict between the Trading with the Enemy Act and 
the patent statutes. This being true, and since the 
duties placed upon the Commissioner of Patents with 
respect to administering the patent laws are both man¬ 
datory and undivestable, by him, he must continue to 
discharge them without sharing his responsibilities 
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with anyone who is not responsible to him until such 
time as Congress may direct otherwise.” (Emphasis 
supplied.) 

Excerpts from the above-cited case, Ex. Parte H (on 
Petition) July 12, 1944 (Case No. 137), are reported in the 
Journal of the Patent Office Society, September, 1944, Vol. 
XXVI, No. 9, on page 628. The above-quoted language 
appears on page 633. 

It is true that this suit will establish that Sauer was not 
the first and true inventor of the subject matter claimed in 
his patent and that the right of exclusion to the invention 
claimed properly belongs to appellants. If this right is the 
property right which the Alien Property Custodian urges 
is adversely affected by this suit, then, in effect, the Cus¬ 
todian is urging that by vesting the Sauer patent there was 
conveyed to him a right which properly belongs to appel¬ 
lants. Therefore, appellants, who are not enemies or allies 
of enemies, are claiming in this suit in equity under R. S. 
§ 4915 a right which has been conveyed to the Custodian, 
and this suit comes within the purview of Section 9 (a). 

The Custodian was clearly notified of appellants’ claim to 
the invention in issue since the Custodian vested the Sauer 
patent during the pendency in the Patent Office of the in¬ 
terference out of which this action arose, and made an 
appearance in that interference. Thus, the Custodian’s 
contention that judgment for the appellants in this suit 
will adversely affect property of the United States can only 
be correct if the judgment conveys to appellants a right 
which the Custodian invalidly claims and which validly 
belongs to appellants, and therefore only if the relief 
granted in this R. S. § 4915 suit comes within the scope of 
the relief contemplated by Section 9 (a). 

Accordingly, if the Custodian’s argument that a property 
right of the United States is adversely affected by the 
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present suit is a correct one, this action under R. S. § 4915 
is authorized by Section 9 (a) of the Trading with the 
Enemy Act. 

4. Section 7 (c) does not apply to suits under R. S. § 
4915 and imposes no restrictions on appellants. 

The Alien Property Custodian has cited Section 7 (c) to 
illustrate the restricted nature of the remedy provided by 
the Act. Actually, however, if Section 9 (a) does not au¬ 
thorize this suit, Section 7 (c) does not in any respect limit 
appellants ’ right to name the Custodian as an adverse party 
in this suit. The pertinent part of Section 7 (c) of the Act 
reads as follows : 

“The sole relief and remedy of any person having 
any claim to any money or other property heretofore 
or hereafter conveyed, transferred, assigned, delivered, 
or paid over to the Alien Property Custodian . . . 
shall be that provided by the terms of this Act.” 

It is noted that this section has application only to persons 
having a particular type of claim against the Alien Prop¬ 
erty Custodian, i.e., persons “having any claim to any 
money or other property heretofore or hereafter conveyed, 
transferred, assigned, delivered, or paid over to the Alien 
Property Custodian”. If a plaintiff in a suit under R. S. 
§ 4915 is not a claimant for the return of property or an 
interest in property vested by the Alien Property Custo¬ 
dian, as the Custodian urges, he is not limited to the sole 
relief and remedy provided for such a person in Section 
7 (c). Accordingly, if appellants do not come within the 
purview of Section 9 (a), they are not limited by Section 
7 (c) to the specific relief and remedy provided for in the 
Act. 
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II. CONSTITUTIONALITY. 

It is plain from the foregoing that a strict construction of 
the Trading with the Enemy Act does not withhold consent 
to bring an R. S. § 4915 suit and that the latter section gives 
the necessary consent. However, even if the consent to 
bring this suit against the Custodian were not found in R. S. 
§ 4915, the Trading with the Enemy Act must be construed 
as giving that consent for the reason that any other con¬ 
struction will render the Act unconstitutional. 

1. Acts of Congress must be construed so as to preserve 
their constitutionality. 

“Acts of Congress are to be construed and applied 
in harmony with, and not to thwart the purpose of the 
Constitution.” Phelps v. United States, 274 U.S. 341. 

“A condition should not be implied wdiich, to say the 
least, w’ould raise a grave question as to the constitu¬ 
tional validity of the Act. Federal Trade Comm. v. 
American Tobacco Co., 264 U.S. 298, 307 . . . . ” Rus¬ 
sian Fleet v. United States, 282 U.S. 481,492. 

“Plainly inadequate w^ould be a remedy which could 
be availed of only wiiile the Custodian or Treasurer 
continued to retain possession of the seized property or 
its proceeds, and which would be lost whenever he dis¬ 
posed of the property and proceeds, whether lawful or 
not. In determining whether the remedy given is thus 
restricted it must be presumed that Congress intended 
that it should be constitutionally sufficient.” Becker 
Co. v. Cummings, 296 U.S. 74, 79. 
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2. An applicant for a patent, if he satisfies all of the 
requirements of the Patent Statutes, is entitled as a matter 
of right to a patent, and this right is protected by the due 
process clause of the Fifth Amendment. 

A patent grant is not a gratuity, and if an applicant com¬ 
plies in every respect with the requirements of the patent 
statutes, he becomes entitled as a matter of right to a patent 

“The Government of the United States, as well as the 
citizen, is subject to the Constitution; and when it 
grants a patent the grantee is entitled to it as a matter 
of right . . . . ” James v. Campbell, 104 U.S. 356. 

The right to a patent is a property right protected by the 
Fifth Amendment of the Constitution. 

“That the government of the United States when it 
grants letters-patent for a new invention or discovery 
in the arts, confers upon the patentee an exclusive prop¬ 
erty in the patented invention which cannot be appro¬ 
priated or used by the Government itself, without just 
compensation, any more than it could appropriate or 
use without compensation land which has been patented 
to a private purchaser, we have no doubt.’’ James v. 
Campbell, supra. 

“At the time of the enactment of the law of 1910 the 
following principles were so indisputably established 
as to need no review of the authorities sustaining 
them .... 

“(a) That rights secured under the granting of let¬ 
ters patent by the United States were property and 
protected by the guarantees of the Constitution and not 
subject therefore to be appropriated even for public 
use without adequate compensation. ’ ’ Cramp and Sons 
v. Curtis Turbine Company, 246 U.S. 28, 39. 
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Once the United States has agreed to grant a property 
right upon receipt of certain stipulated consideration and 
upon satisfaction of certain conditions, it cannot after re¬ 
ceipt of the consideration and satisfaction of the conditions, 
deny an applicant that right without violating the Fifth 
Amendment. Sinking Fund cases, 99 U.S. 700; United 
States v. Northern Pacific Railway Company, 256 U.S. 51. 

3 . If the Trading with the Enemy Act is construed so as 
to render the Alien Property Custodian immune from an 
R. S. § 4915 suit, appellants are deprived of a valuable 
property right and the Act must be held to be unconstitu¬ 
tional. 

“It is to be presumed in favor of the jurisdiction of the 
court that the plaintiff may be able to prove the right which 
he asserts in his declaration. ” United States v. Lee, 106 
U.S. 196, 219. Therefore, for the purposes of this motion, 
it must be presumed that the appellant Smith was the first, 
true and original inventor and that, therefore he was en¬ 
titled as a matter of right under the Patent Statutes to a 
patent . 

If the assertion of the Alien Property Custodian that the 
Trading with the Enemy Act denies this court jurisdiction 
of an R. S. § 4915 suit is a correct one, it gives the Cus¬ 
todian power to deprive appellants, citizens of the United 
States tainted with no alien interest or privity, of their right 
to a patent. No reasonable incident of the regulatory con¬ 
trol by the Alien Property Custodian of alien property can 
justify a confiscation of property rights of American citi¬ 
zens where those property rights are not colored in any 
respect by foreign interests. 

Apparently the Custodian recognizes that if appellants 
are denied a hearing under R. S. § 4915 on the merits, they 
are deprived of a valuable property right, but suggests that 
appellants’ action under R. S. § 4915 will not be defeated 
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through failure of jurisdiction in this case, for the reason 
that appellants may bring their action under R. S. § 4915 
against any assignee to whom the Custodian may in the 
future assign the Sauer patent. However, the cases cited 
by the Custodian as supporting this suggestion are not in 
point for the reason that in none of the cases were plaintiffs 
seeking to establish a right to a grant which was colored 
with a public interest. Suspension of the prosecution of 
appellants’ application, and it is only as applicants for a 
patent that appellants can proceed under R. S. § 4915, poses 
problems of public interest which place the situation here 
presented beyond the purview of any of the cases relied on 
by the Custodian. 

Furthermore, even if appellants’ right to proceed under 
R. S. § 4915 is revived upon assignment, the Custodian can, 
if he so elects, wipe out that right by not assigning the Sauer 
patent. 

It is also significant in this connection that if the Custo¬ 
dian prevails and this suit is dismissed, jurisdiction of ap¬ 
pellants’ application for a patent and of the interference 
out of which this proceeding arises, reverts to the Commis¬ 
sioner of Patents. The Commissioner of Patents has 
unequivocally asserted that his duties under the Patent 
Statutes are not in any respect affected by the Trading 
with the Enemy Act. {Ex parte H, Case No. 137, supra). 
Apparently the Custodian does not dispute this, for he cites 
as an authority the decision of the Commissioner of Patents 
in Interference No. 180,181, entitled Young v. Sauer, which 
decision was based on the ground that the jurisdiction con¬ 
ferred upon the Board of Interference Examiners under 
R. S. § 4904 of the Patent Statutes is not affected by the 
Trading with the Enemy Act. 

In passing, it may be noted that the motion in the Young 
v. Sauer, Interference No. 180,181 was not, as stated in the 
Custodian’s brief, “to vacate the decision ... on the 
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ground that the Custodian . . . was immune from suit”, 
but to vacate the decision in the event the Custodian was 
held to be immune from suit in the present case. 

However, regardless of whether the Custodian adopts the 
Commissioner’s interpretation of the Trading with the 
Enemy Act, it cannot be expected in view of that interpre¬ 
tation that the Commissioner will consider the Patent Stat¬ 
utes modified by the Trading with the Enemy Act to the 
extent that all proceedings in interferences involving a pat¬ 
ent or application of the Custodian which have been decided 
favorably for the Custodian are to be held in abeyance 
pending an assignment by the Custodian of his patent or 
application in order that the losing applicant may have an 
opportunity to proceed under R. S. § 4915. It is far more 
consistent with the position taken by him to expect the 
Commissioner to act promptly in the interference and to 
reject the claim in issue in this interference, forcing appel¬ 
lants to abandon the claim or the application. 

Moreover, assuming arguendo that there is some measure 
of merit in the Custodian’s position that appellants’ right 
to bring this action under R. S. § 4915 wdll revive upon 
assignment of the Sauer patent to a private party, there is 
admittedly no legislative or judicial authority squarely in 
point. R. S. § 4915 does not so provide, nor do the cases 
cited by the Alien Property Custodian so hold. Appellants 
cannot be required at their peril to rely on the Custodian’s 
construction of the patent statute and the cases which he 
cites as applicable thereto. No estoppel to take a later 
contrary position arises against the assignees of the Custo¬ 
dian. Regardless, therefore, of any merit in the Custo¬ 
dian’s suggestion with respect to this point, appellants are 
obviously in danger that if they cannot get this case heard 
in this court, they cannot get it heard anywhere. Appel¬ 
lants’ rights to a patent are not preserved when, for a hear- 
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ing on the merits, there is substituted only a possibility of a 
subsequent hearing. 

Furthermore, appellants’ rights are certainly not pre¬ 
served by the fact that in a suit for infringement by the Cus¬ 
todian under the Sauer patent they may set up the invalidity 
of the Sauer patent as a defense. The right to a patent is as 
different from the right to assert the invalidity of a patent 
in an infringement suit as sole ownership of a tract of land 
is different from the right to use a public thoroughfare. It 
is the former right of exclusion which appellants seek to 
establish here, and if it be denied them by the Trading with 
the Enemy Act, it constitutes a loss of valuable property 
right. 

The Custodian endeavors to draw a parallel between the 
action of the State of Alabama in United States v. Alabama, 
213 U.S. 274, to enforce a lien, and the present action by 
appellants to establish a patent right. The two are non- 
analogous. The present action is not to enforce a right, but 
to establish the validity of the right. 

The significant point in United States v. Alabama, supra, 
is that the acquisition of the property by the United States 
could not defeat Alabama’s lien. So here, the Custodian 
cannot assert the Trading with the Enemy Act to defeat 
appellants’ right to a patent. Sovereign immunity cannot 
be invoked to deprive citizens of their valid rights. 

An analogy between this action and United States v. Ala¬ 
bama would exist if the legislative authority which em¬ 
powered the United States in that case to take title to the 
property in question also empowered the United States to 
abrogate any liens on that property. Obviously, under the 
latter circumstances, the legislation would have been un¬ 
constitutional. 

Lynch v. United States, 292 U.S. 571, lends no support to 
the argument for constitutionality urged by the Custodian. 
The issue presented in that case was defined by the Court in 
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the following language: “The question requiring decision 
is, therefore, . . . whether Congress aimed at the right or 
merely at the remedy.” Because it aimed at the right, the 
Act was declared void. So here, the Trading with the 
Enemy Act must be declared invalid if it abrogates appel¬ 
lants ’ right to a patent. ‘ ‘ The Fifth Amendment commands 
that property cannot be taken without just compensation”. 
Lynch v. United States, supra. 

Bearing in mind that this suit is a suit to establish a 
right to a patent, and not a suit to enforce that right, Schil¬ 
ling er v. United States, 155 U.S. 163 and Belknap v. Schild, 
161 U.S. 10 are without pertinence. A suit for infringement 
is an action to enforce a patent right. We concede that when 
the United States grants rights in individuals against itself 
it is under no obligation to provide a remedy through the 
courts to enforce those rights. Nevertheless, it is equally 
well settled that if the United States creates rights against 
itself, it cannot thereafter abrogate those rights without 
violating the Fifth Amendment to the Constitution. 

Consequently, to construe the Trading with the Enemy 
Act as the Custodian urges is to give the Act an interpreta¬ 
tion which deprives United States citizens of a valuable 
property right. This construction renders the Trading 
with the Enemy Act unconstitutional and should be avoided 
if possible. 

“Moreover ... to construe Title III of the First 
War Powers Act, 1941, as giving to the Alien Property 
Custodian the power to retain property of a citizen on 
the ground that it is owned or controlled by a national 
of a foreign or enemy country without giving the citi¬ 
zen a right to establish in a court that it is not so owned 
or controlled would raise a serious question as to the 
constitutionality of the provisions of Title III.” (Em¬ 
phasis supplied.) Draeger Shipping Co. v. Crowley. 
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“The seizure and detention which the statute com¬ 
mands and the denial of any remedy except that af¬ 
forded by Section 9 (a) would be of doubtful constitu¬ 
tionality if the remedy given were inadequate to secure 
to the non-enemy owuer either the return of his prop¬ 
erty or compensation for it. (Citing cases.) 

. . . Only compelling language in the congressional 
enactment will be construed as withdrawing or curtail¬ 
ing the privilege of suit against the government granted 
in recognition of an obligation imposed by the Constitu¬ 
tion. ’ ’ Becker Co. v. Cummings, supra. 

4. If the Trading with the Enemy Act denies appellants 
their right to proceed under R. S. § 4915, it must also he 
held to he unconstitutional as repugnant to that portion of 
Article I, Section 8 which empowers Congress to grant 
patents. 

If it is presumed, as it must be for purposes of deciding 
the jurisdictional issue, that appellants will prevail on the 
merits, then Sauer’s patent specification does not evidence a 
completion of the invention here in issue. (Appellants’ 
Brief on the Merits, pages 15-20.) Sauer, therefore, was 
never the inventor, and Congress and the Commissioner of 
Patents are without power to grant Sauer a valid patent 
since the Constitution expressly provides (Article I, Sec¬ 
tion 8) that the grant of exclusive rights to discoveries shall 
be to “inventors” of those discoveries. Yet, if the Custo¬ 
dian prevails on this motion, the validity of the Sauer patent 
is, at the option of the Custodian, beyond attack by a first 
and true inventor of the subject matter claimed by Sauer, 
and the Custodian has the powder to prevent a first and true 
inventor from obtaining a patent grant by retaining title 
to an interfering patent. 
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III. SCOPE OF THE MOTION. 

The full effect of a determination favorable for the Cus¬ 
todian should be carefully considered. If this motion is 
granted, it will cause great hardship not only to appellants, 
but to all private citizens whose patents or applications are 
in conflict or have conflicted with an application or a patent 
to which a government agency asserts a proprietary 
interest. 

1. If the Custodian prevails, he is given the power to deny 
an unsuccessful party to an interference the right of appeal. 

The only judicial review available to an unsuccessful 
applicant, apart from an R. S. § 4915 proceeding, is under 
R. S. § 4911, which authorizes appeals to the Court of Cus¬ 
toms and Patent Appeals. R. S. § 4911 provides that any 
appeal to the Court of Customs and Patent Appeals arising 
out of an interference “shall be dismissed if any adverse 
party to such interference shall . . . file notice with the 
Commissioner of Patents that he elects to have all further 
proceedings conducted as provided in Section 4915 of the 
Revised Statutes. Thereupon the appellant shall have 
thirty days thereafter in which to file a bill in equity under 
said R. S. § 4915, in default of which the decisions appealed 
from shall govern the further proceedings in the case. ” 

Under this section, therefore, a notice to the Commis¬ 
sioner of Patents of the Custodian’s election to have all fur¬ 
ther proceedings under R. S. § 4915 acts automatically to 
dismiss the appeal before the Court of Customs and Patent 
Appeals, removing the case from the latter’s jurisdiction. 
The burden of proceeding under R. S. § 4915 is then upon 
appellant. The Custodian asserts that if this Court does 
not have jurisdiction over an R. S. § 4915 suit, he cannot 
file the notice of election for which provision is made in 
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R. S. § 4911, and yet there is nothing in the provisions of the 
latter statute which prevents him from doing so. 

Consequently, if this motion is granted, it necessarily 
empowers the Custodian to deny an unsuccessful party to an 
interference in the Patent Office the right of an appeal. Yet, 
the law is well settled that “When dealing with Constitu¬ 
tional rights (as distinguished from privileges accorded by 
the Government) . . . there must be the opportunity of pre¬ 
senting in an appropriate proceeding at some time, to 
some court, every question of law raised, whatever the 
nature of the right invoked or the status of him who claims 
it.” St. Joseph Stockyards Co. v. United States, 298 U.S. 
38,77. 

Moreover, if this court is without jurisdiction over a suit 
for the issuance of a patent, can it be validly urged that the 
Court of Customs and Patent Appeals has a greater juris¬ 
diction of the United States to grant the same relief in a 
judicial proceeding involving the same issues? All of the 
reasons urged for this court’s lack of jurisdiction apply also 
to the jurisdiction of the Court of Customs and Patent Ap¬ 
peals. We know of no authority for the proposition that 
the doctrine of sovereign immunity is limited in application 
to causes which are cases or controversies in the constitu¬ 
tional sense. 

2. If this motion is granted, the Custodian can success¬ 
fully urge that the Commissioner of Patents has no jurisdic¬ 
tion over him in an interference proceeding, thereby confus¬ 
ing the rights of applicants and patentees who have been 
involved in interference proceedings with patents or appli¬ 
cations of the Custodian. 

An interference in the Patent Office is a quasi-judicial 
proceeding which is in every material respect like an inter 
partes R. S. § 4915 suit. Both are judicial in character. 
Both involve the same parties in interest. In both the relief 
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granted is the same, and both are for the purpose of enab¬ 
ling a prior inventor to assert a right to a patent. Although 
we know of no decision in point, there is no logical reason 
why the doctrine of sovereign immunity should not apply 
as much to quasi-judicial proceedings of an administrative 
body as to judicial proceedings of a constitutional court. 
It follows, therefore, that if this court lacks jurisdiction 
over the Custodian under R. S. § 4915, the Commissioner of 
Patents also lacks jurisdiction over the Custodian to insti¬ 
tute an interference between an application of a private 
person and a patent vested in the Custodian. 

The Custodian has cited the decision of the Commissioner 
of Patents in Young v. Sauer, supra, to illustrate that the 
administrative remedies in the Patent Office are still avail¬ 
able to an applicant, although the United States is holder 
of an interfering patent. While we agree with the Commis¬ 
sioner that the Trading with the Enemy Act has in no re¬ 
spect amended the Patent Statutes, it must nevertheless 
be recognized that this contention becomes untenable once 
this court has decided that the Trading with the Enemy 
Act has been amended R. S. § 4915 to the extent that United 
States owned applications or patents are not subject thereto. 

It is to be observed, too, that if the Commissioner of Pat¬ 
ents lacks jurisdiction over the Custodian in an interference 
proceeding, he is without power to issue a patent to the first 
inventor whenever the latter is claiming subject matter 
which has previously and for that matter, subsequently 
been claimed either in an application or a patent vested in 
the Custodian. Therefore, a determination favorable to 
the Custodian would mean that a government agency, by 
asserting a proprietary interest in a patent or an applica¬ 
tion, could claim any subject matter disclosed in that appli¬ 
cation, regardless of whether the applicant was the first 
inventor thereof. Moreover, a patentee, by assigning a 
relatively minor, undivided interest in his patent to an 
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agency of the Government, would be able thereafter to 
invoke the sovereignty of the United States in protecting 
the invention claimed in that patent as against prior 
inventors. 

Also, if this motion is granted, it will vacate all the 
judicial proceedings heretofore made in which a judgment 
was sought by one of the parties which would adversely 
affect any patents or applications vested in the Alien Prop¬ 
erty Custodian. In this connection, attention is invited to 
Mathieson Alkali Works, Inc. v. Crowley, 138 F. (2d) 281, 
which was decided by this court on appeal on its merits, 
and in which the same facts as are pertinent to the jurisdic¬ 
tional issue raised here appear in the record. The decision 
of the Board of Interference Examiners in the interference 
proceeding out of which this suit arose will also be vacated 
since it was made after the Alien Property Custodian be¬ 
came a party in interest in the interference, and therefore 
at a time when the Patent Office had no jurisdiction to 
render a judgment of the character sought by appellant 
Smith and his assignees. If it was -without jurisdiction to 
enter an adverse judgment, it certainly was without power 
to grant any judgment. 

3. If the Custodian prevails, all of the proceedings in the 
Patent Office involving patents and applications of the 
Alien Property Custodian and any other government agency 
will be thrown into utter confusion. 

If he is sustained, the Custodian can rely on the deter¬ 
mination here made, as authority for the proposition that 
the Trading with the Enemy Act and the Patent Statutes are 
in conflict, and in so far as they adversely affect patents and 
applications vested in him, the Patent Statutes have been 
amended by the Trading with the Enemy Act. He can on 
this court’s authority reassert the position -which he urged 
in Ex Parte H (Case No. 137), supra, on petition before the 
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Commissioner and which is aptly summarized by the Com¬ 
missioner as follows: 

“It is further maintained that the Custodian is an 
officer of the United States acting in a sovereign capac¬ 
ity under the Trading with the Enemy Act; that such 
act is an exercise by Congress of its power to declare 
war and, therefore, the Act is paramount; and that, 
since the Custodian is acting in a sovereign capacity 
under paramount authority, the office of Commissioner 
of Patents ‘is subordinate to that of the Alien Prop¬ 
erty Custodian’ and, consequently, ‘it is doubtful if the 
requirements of Rule 94 bind him at all’.” 

The petition was denied on the ground that the Trading 
-with the Enemy Act “does not repeal or modify the Patent 
Statutes, or any part of them. It is obvious, therefore, that 
there is no conflict between the Trading with the Enemy 
Act and the Patent Statutes”. However, if the Custodian 
is sustained here, this ground for denying the paramount 
authority of the Custodian becomes untenable. The deci¬ 
sion of this court, therefore, will become authority for the 
contention that the office of Commissioner of Patents “is 
subordinate to that of the Alien Property Custodian”. 

It is extremely important in this connection to note that 
the argument made by the Custodian with respect to the 
inapplicability of Rule 94 is equally applicable to any other 
rule of the Patent Office which, by its operation, may ad¬ 
versely affect a patent or application vested in the Custo¬ 
dian. Any application for a patent which in any respect 
whatsoever conflicts with the claims of a patent or applica¬ 
tion of the Custodian thus becomes subject at any stage of 
its prosecution to the assertion by the Custodian of his 
paramount authority over the Commissioner of Patents. 
And, not only may the Custodian assert this paramount 
authority in connection with applications and patents in- 
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volved in inter partes proceedings, but what is to prevent 
him from urging also in ex parte proceedings in the Patent 
Office that he is not subject to rules promulgated by the 
Commissioner of Patents whenever such rules adversely 
affect his applications. Absurd as this may sound, no other 
result can logically follow from the position which the Cus¬ 
todian has already made of record before the Patent Office 
if there is a finding by this court favorable for the Cus¬ 
todian. 

Furthermore, if this court finds that no statutory consent 
exists to name the United States as a defendant in an R. S. 
§ 4915 suit when an agency of the government asserts a 
claim to the invention in issue, all that has been said above 
with respect to applications and patents of the Alien Prop¬ 
erty Custodian applies also to the applications and patents 
to which any other government agency asserts a proprietary 
interest. 

It is to be noted, too, that if this motion is granted, and 
appellants manufacture the invention claimed in the Sauer 
patent, no relief remains available to them in the event the 
Custodian, by threats of infringement action, intimidates 
appellants’ customers and thereby affects appellants’ busi¬ 
ness. Obviously, if an R. S. § 4915 action cannot be main¬ 
tained, a declarator}^ judgment action (28 U.S.C., sec. 400) 
will not be available to appellants. Accordingly, the Trad¬ 
ing with the Enemy Act, if interpreted as the Custodian 
alleges it should be, gives the Custodian power to threaten 
appellants’ customers with suits for infringement of a 
worthless patent, and thereby gives the Custodian power to 
disrupt the manufacturer’s business. It is true under the 
present policy of the Office of the Custodian, licenses may be 
had for a relatively nominal sum; nevertheless, the Cus¬ 
todian is not required by the Trading wdth the Enemy Act 
to grant licenses. Whether or not the Custodian exercises 
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the power is immaterial to the question of the scope of the 
powers which are granted the Custodian if he prevails here. 

IV. THE RELIEF PRAYED FOR IN THIS MOTION IS INCOMPLETE. 

The Custodian prays for an order dismissing the appeal 
herein and remanding this cause to the district court with 
instructions to vacate the judgment and dismiss the com¬ 
plaint for lack of jurisdiction. If the Custodian’s argument 
for lack of jurisdiction is sound and is sustained, the decree 
of this court should include a determination of appellants’ 
rights in the Patent Office and should dismiss without preju¬ 
dice all proceedings judicial in character to which the Alien 
Property Custodian has been a party and in which a judg¬ 
ment may have been granted requiring the Commissioner 
of Patents to issue a patent to appellants. Therefore, a 
determination here favorable for the Custodian should 
vacate the judgment of the Board of Interference Exami¬ 
ners in the interference proceeding in the Patent Office 
which preceded this suit, and should dissolve the interfer¬ 
ence without prejudice to appellants’ rights to obtain a 
patent. 

Furthermore, if, as the Custodian alleges, appellants’ 
right to bring this suit under R. S. § 4915 will not be wiped 
out by a determination favorable for the Custodian and, in 
fact, will be suspended until such time as the Alien Property 
Custodian assigns or otherwise disposes of his title to the 
Sauer patent, then if this court finds for the Custodian it 
must, to protect this right of appellants, direct the Com¬ 
missioner of Patents to hold all proceedings with respect 
to the Smith application in abeyance until such time as 
title to the Sauer patent is conveyed to a private person. 
This, we respectfully urge, is essential if a decision is to be 
made favorable to the Custodian without in fact rendering 
the Trading with the Enemy Act unconstitutional. 
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CONCLUSION. 

Consent to sue the Alien Property Custodian in an R. S. 
§ 4915 suit is found in R. S. § 4915, and the Trading with 
the Enemy Act must also be construed as giving consent. 
Jurisdiction plainly exists. The court should, therefore, 
deny appellee’s motion and permit the case to come on for 
hearing on the merits. 

If, however, the motion is granted, it is respectfully re¬ 
quested that the order of the court: 

(a) vacate all proceedings judicial in character in which 
appellants have sought the issuance of a patent from the 
time that the Sauer patent became vested in the Alien 
Property Custodian, including a dissolution of the interfer¬ 
ence in the Patent Office between the patent of Sauer and 
the application of Smith; and 

(b) order a suspension of the prosecution of the Smith 
application in the Patent Office until this court shall again 
have jurisdiction of the issue here presented. 

Respectfully submitted, 

CECIL A. BEASLEY, 

American Security Building, Washington, D. C., 

NATHANIEL R. FRENCH, 

730 Main Street, Cambridge, Massachusetts, 

Counsel for Appellants. 
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UntteU States Court of Appeals 

DISTRICT OF COLUMBIA 


No. 8854 

Polaroid Corporation and Robert A. Smith, appellants 

v. 

James E. Markham, as Alien Property Custodian, and 
Conway P. Coe, as Commissioner of Patents, appellees 


BRIEF FOR APPELLEE MARKHAM, ALIEN PROPERTY CUSTO¬ 
DIAN, IN SUPPORT OF HIS MOTION TO REMAND TO THE 
DISTRICT COURT WITH INSTRUCTIONS TO VACATE THE. 
JUDGMENT FOR LACK OF JURISDICTION 


STATEMENT OF THE CASE 

On January 21,1942, Interference No. 79,902 was instituted 
in the Patent Office between appellant Smith and Hans A. 
Sauer as patentee for Patent No. 2,185,018, involving the same 
issue of priority as was raised by the present suit. The Board of 
Interference Examiners of the Patent Office awarded priority 
of invention to Sauer, by its decision of April 13, 1943, which 
was adhered to on May 13, 1943, upon Smith’s petition for 
reconsideration. 

While the interference proceeding was pending, on August 25, 
1942, the then Alien Property Custodian, acting under the au¬ 
thority of the Trading with the Enemy Act, as amended, and 
Executive Order No. 9095, as amended by Executive Order No. 
9193, and pursuant to law, issued his Vesting Order No. 112, 
vesting in himself this same Sauer Patent No. 2,185,018, the 
record owner of which was Zeiss Ikon, A. G., a foreign enemy 

(l) 
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national, to be held “in the interest of and for the benefit of the 
United States.” That Vesting Order 1 was published in the 
Federal Register on October 1, 1942 (7 Fed. Reg. 77S5). 

On or about August 30, 1943, the appellants instituted the 
present action in the United States District Court for the Dis¬ 
trict of Columbia, against the Alien Property Custodian and 
the Commissioner of Patents, under R. S. 4915 (16 Stat. 205, 
35 U. S. C. § 63), to establish priority of invention and to 
require the issuance of a patent to them. 2 The Alien Prop¬ 
erty Custodian filed an answer 3 to the complaint, denying 
that the plaintiffs were entitled to the relief sought. The 
Commissioner of Patents also filed an answer. 4 The suit was 
thereafter tried and judgment 5 entered in favor of the defend¬ 
ants, the Alien Property Custodian and the Commissioner of 
Patents. 

The plaintiffs appealed and the case was docketed and the 
record filed in this court on August 28, 1944. The brief for 
appellants was filed on October 5, 1944; and by stipulation the 
time for filing appellee Markham's brief was extended to No¬ 
vember 14,1944. 

On November 10, 1944, the appellee Markham, Alien Prop¬ 
erty Custodian, filed his Motion to Vacate all Prior Proceed¬ 
ings for Lack of Jurisdiction, embodying therein a Statement 
of Facts and a Statement of Points and Authorities. The part 
of the motion raising the issue with respect to which this brief 
is submitted, reads as follows: 

The appellee James E. Markham, Alien Property 
Custodian of the United States, moves the court to 
dismiss the appeal and to remand this case to the Dis¬ 
trict Court with instructions to vacate the judgment 
herein and to dismiss the complaint without prejudice, 

1 The pertinent parts of the Vesting Order are set forth in the Appendix to 
this brief, p. 32. 

2 The complaint is set forth on pp. 3-7 of the Appendix of the Brief for 
Appellants on the merits. 

* Ibid, pp. 9-11. 

4 Ibid, pp. 7-S. 

8 Ibid, p. 19. There are also Findings of Fact and Conclusions of Law, 
ibid, pp. 15-19. 
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on the ground that the Alien Property Custodian is an 
officer and instrumentality of the United States, and the 
United States has not consented to be sued in these 
proceedings. 

STATUTES AND EXECUTIVE ORDERS INVOLVED 

The statutes primarily involved are R. S. 4915 (16 Stat. 205, 
35 U. S. C., § 63) under which this suit was brought by the 
plaintiff-appellants, and the Trading with the Enemy Act, as 
amended (50 U. S. C., Appendix). The Alien Property Cus¬ 
todian’s authority to vest foreign and enemy property is de¬ 
rived from section 5 (b) of the Trading with the Enemy Act, as 
amended by Title III of the First War Powers Act of 1941 (55 
Stat. 839, 50 U. S. C., App. § 5 (b)) and from Executive Order 
No. 9095, as amended by Executive Order No. 9193 (7 Fed. 
Reg. 5205, July 9, 1942). Other pertinent sections of the 
Trading with the Enemy Act are section 9 (a) (41 Stat. 977, 50 
U. S. C., App. § 9 (a)), the only statute by which Congress has 
expressly consented to suits against the Alien Property Cus¬ 
todian, and section 7 (c) (40 Stat. 1021, 50 U. S. C., App. § 7 
(c)), and section 9 (f) (41 Stat. 980, 50 U. S. C., App. § 9 (f)), 
which limit the remedy granted by section^ (a). Reference 
is also made to other sections of the Trading with the Enemy 
Act and of the patent laws. Because of their length, the perti¬ 
nent parts of these statutes and of the Executive Order are set 
forth in the Appendix. 

STATEMENT OF POINTS 

1. This is a suit against the United States w'hich cannot be 
maintained without the express consent of Congress. 

2. There is no statute by which Congress has consented to 
this suit against the AJien Property Custodian or to any suits 
under R. S. 4915 against the United States as owner of a patent. 

3. Although the jurisdictional question with respect to the 
Alien Property Custodian’s sovereign immunity from suit was 
not raised below, this case should now be remanded to the 
District Court with directions to vacate the judgment and dis¬ 
miss the complaint without prejudice. 
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KT TMTff AR Y OF ABGTJIffEHT 

This motion to vacate the judgment is based upon the ground 
that this suit against the Alien Property Custodian is a suit 
against the United States to which Congress has not con¬ 
sented. Such a defect is jurisdictional and is not waived by 
failure to raise it in the court below. This court may therefore 
consider it now, and all the necessary facts are in the record 
or may be judicially noticed. 

When the Alien Property Custodian vested the patent of 
Sauer, the successful party in the interference in the Patent 
Office, that patent became the property of the United States. 
This is a suit under R. S. 4915 to which the Custodian in his 
official capacity is an indispensable adverse party. A judgment 
for the plaintiffs would adversely affect property of the United 
States—the Sauer patent. This suit is therefore a suit against 
the United States, which cannot be maintained without ex¬ 
press statutory consent. There is no statute conferring con¬ 
sent to bring such a suit against the Alien Property Custodian. 

Section 9 (a) of the Trading with the Enemy Act, as 
amended, is the only statute which confers consent to suits 
against the Alien Property Custodian. It is limited in scope 
and permits only suits for the recovery by Americans of prop¬ 
erty or interests in property erroneously taken by the Alien 
Property Custodian. A suit under R. S. 4915 to have plain¬ 
tiffs’ right to a patent declared is not one authorized by Section 
9 (a) or any other statute. R. S. 4915 does not authorize suits 
against the United States when it is the successful adverse 
party in an interference proceeding, but only gives permission 
to join as an additional party the Commissioner of Patents as 
the administrative officer whose determination is being chal¬ 
lenged, who would also perform the ministerial function of is¬ 
suing a patent if the plaintiff is successful ; nor is a suit under 
R. S. 4915 against the United States authorized by any other 
provision of the patent laws. 

Although the Constitution may require that a remedy be 
given for any vesting of non-enemy American property by the 
Alien Property Custodian acting in excess of his authority, no 
such question is presented here since the Custodian’s authority 
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to seize the patent of Sauer, a German national, is not ques¬ 
tioned. Plaintiffs’ inability to institute an action under R. S. 
4915 because of the immunity of the Custodian from suit con¬ 
flicts with no right guaranteed the plaintiffs by the Fifth 
Amendment. The right to sue the government is a privilege 
which need not be extended to those who hold claims against 
the United States. The plaintiffs’ right to a patent has not 
been abrogated. Other remedies are still available to them. 
In any event, if the consequences of the absence of consent to 
Sec. 4915 suits are harsh, such considerations must be addressed 
to the Congress and not to the courts. 

ARGUMENT 

I 

This court may determine upon this motion whether the Dis¬ 
trict Court had jurisdiction to entertain this suit 

The question whether the federal courts have jurisdiction 
to entertain suits brought against the Alien Property Cus¬ 
todian under § 4915 of the Revised Statutes by the unsuccess¬ 
ful party to an interference proceeding in the Patent Office 
is an important one which this court should determine before 
considering the merits of this appeal. Since the Custodian 
has vested many patents the problem is likely to arise fre¬ 
quently. Other suits of like character are now pending in 
the federal district courts in the District of Columbia and in 
the Northern District of New York. 

Although the Alien Property Custodian answered to the 
merits below and did not raise the jurisdictional question, his 
action was due to an inadvertent failure to recognize that the 
Custodian could not be sued in actions instituted under § 4915 
of the Revised Statutes. We do not seek here to justify our 
failure to raise the jurisdictional issue below, but we believe 
that in any event this court now has the power and duty to 
remand the case to the district court, with direction to vacate 
the judgment without prejudice to either party, and to dismiss 
the complaint. It is not necessary to remand the case for 
consideration of this question by the district court prior to 
action thereon by this court. 
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(a) This jurisdictional question is not waived by failure to raise it in the 

court below 

This is a suit against the United States in a matter with 
respect to which the United States has not consented to be 
sued, and it is well settled that when such a situation is called 
to the attention of an appellate court before which an appeal 
in the action is pending, the appeal should be dismissed and 
the case remanded, with directions to vacate the judgment 
and dismiss the complaint, even though the jurisdictional ques¬ 
tion was not raised in the trial court. United States v. Griffin, 
303 U. S. 226; United States v. Corrick, 298 U. S. 435, 440; 
Garvan v. Kogler, 272 Fed. 442 (C. C. A. 3). In the Corrick 
case the Supreme Court stated the rule as follows: 

The appellant did not raise the question of jurisdic¬ 
tion at the hearing below. But the lack of jurisdiction 
of a federal court touching the subject matter of the 
litigation cannot be waived by the parties, and the Dis¬ 
trict Court should, therefore, have declined sua sponte 
to proceed in the cause. 

While the District Court lacked jurisdiction, we have 
jurisdiction on appeal, not of the merits but merely for 
the purpose of correcting the errors of the lower court 
in undertaking the suit. The decree must, therefore, 
be reversed and the case remanded with directions to 
dismiss the bill. 

Indeed, where the lack of jurisdiction of the trial court ap¬ 
pears on the face of a record, the court hearing an appeal should, 
sua sponte, remand the case with direction to dismiss the whole 
suit, although the jurisdictional question is not raised in any 
way by either party. Stratton v. St. Louis S. W. Ry., 282 U. S. 
10; Garvan v. Kogler, supra. See also United States v. U. S. 
Fidelity and Guaranty Co., 309 U. S. 506. 

The immunity of the sovereign from suit cannot be waived 
by any executive officer of the government. This was recog- 
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nized in the leading case of Stanley v. Schwalby, 162 U. S. 255. 
270, where the court said: 

Neither the Secretary of War nor the Attorney Gen¬ 
eral, nor any subordinate of either, has been authorized 
to waive the exemption of the United States from ju¬ 
dicial process, or to submit the United States, or their 
property, to the jurisdiction of the court in a suit brought 
against their officers. 

See also Minnesota v. United States, 305 U. S. 382, 3SS-9; 
Munro v. United States, 303 U. S. 36,41. 

Accordingly, the appearance and answer of the Alien Prop¬ 
erty Custodian in the present suit in the district court, could 
not cure the jurisdictional defect. 

(b) All the facts necessary to a determination of this question are before 

this court 

It is not necessary that any additional testimony be taken 
or other evidence introduced in order that this question of 
jurisdiction be properly determined by this court. It appears on 
the very face of the complaint that this is a suit against the 
Alien Property Custodian of the United States in his official 
capacity (see paragraph 2 of the complaint, Appendix to Ap¬ 
pellant’s Brief on the merits, page 3), and that the Sauer patent 
with which the litigation is concerned was vested in the Alien 
Property Custodian at the time when suit was brought (para¬ 
graph 14 of the complaint, Appendix to Appellant’s Brief on 
the merits, page 6). In addition the court may take judicial 
notice of the terms of the Vesting Order by which the Custodian 
acquired title to the Sauer patent, as it w’as published in the 
Federal Register. See Section 7 of the Federal Register Act 
(49 Stat. 502; 44 U. S. C. § 307). The court below found that 
this appellee was sued “as the Alien Property Custodian” (Ap¬ 
pendix to Appellants’ Brief on the merits, page 15) and not in 
his individual capacity. A further hearing below could not 
affect the determination of the issue of jurisdiction raised by 
this motion. 
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II 

By his vesting order the Alien Property Custodian acquired 
title to the property, and a suit against him involving this 
property is a suit against the United States 

(a) Enemy property vested by the Alien Property Custodian becomes 
property of the United States 

Vesting Orders are issued under the authority given to the 
President by Section 5 (b) of the Trading with the Enemy Act, 
as amended by the First War Powers Act of 1941 (55 Stat. 839, 
50 U. S. C. App. § 5 (b)), wdiich authority has been delegated 
to the Alien Property Custodian by Executive Order No. 9095, 
as amended by Executive Order No. 9193 (7 Fed. Reg. 5205, 
July 9, 1942 ; 50 U. S. C. App. § 6 Note). Section 5 (b), as 
amended, confers upon the President very extensive regulatory 
powers over foreign credits and property, and specifically pro¬ 
vides that: 

* * * any property or interest of any foreign coun-. 
try or national thereof shall vest, when, as. and upon 
the terms, directed by the President, in such agency or 
person as may be designated from time to time by the 
President, and * * * such interest or property shall 
be held, used, administered, liquidated, sold, or other- 
wise dealt with in the interest of and for the benefit of 
the United States, * * * [Italics supplied.] 

The present Vesting Order relating to patents is specifically 
authorized by Section 2 (d) of said Executive Order, which 
gives the Alien Property Custodian power to vest any patent 
or patent application “in which any foreign country or national 
thereof has any interest.” The patent here involved was enemy 
property and thus was subject to confiscation by the United 
States. Brown v. United States, 8 Cranch 110,* 122-3; United 
States v. Chemical Foundation, 272 U. S. 1,11. 

When enemy property is seized by the Alien Property Cus¬ 
todian, it becomes the sole property of the United States, and 
the former owners retain no interest therein whatsoever. Cum¬ 
mings v. Deutsche Bank, 300 U. S. 115; United States v. Chem¬ 
ical Foundation, supra; The Antoinetta, 49 F. Supp. 148, 150- 
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151 (E. D. Pa.)- In the Deutsche Bank case, 300 U. S. 115 r 
120, the Supreme Court said: 

Alien enemy owners were divested of every right in 
respect of the money and property seized and held by 
the Custodian under the Trading with the Enemy Act. 
* * * The title acquired by the United States was 
absolute * * *. 

In the Chemical Foundation case, supra, the Court made a 
similar determination with respect to patents which had been 
seized by the Alien Property Custodian during the First World 
War. 

Vesting Order No. 112, by which the Sauer patent was vested, 
provides in terms that the property described therein vests in 
the Alien Property Custodian to be held or otherwise dealt 
with “in the interest of and for the benefit of the United 
States.” (See Appendix, p. 32.) Thus the Vesting Order, 
using the same language as Section 5 (b) of the Act, as quoted 
above, causes the property to become property of the United 
States in accordance with the terms of the statute. 

(b) Suits against the Alien Property Custodian are suits against the 

United States 

The Supreme Court and this court have recognized that any 
suit against the Alien Property Custodian in his official capac¬ 
ity is in substance a suit against the United States. Thus in 
Becker Steel Co. v. Cummings , 296 U. S. 74, 78, the Court 
stated : 

The trial court held, as is conceded here, that the suit 
brought against officers of the government in their offi¬ 
cial capacities is in substance a suit against the United 
States, authorized if at all, by § 9 (a) of the Trading 
with the Enemy Act. .[Italics supplied.] 

In Cummings v. Societe Suisse, 66 App. D. C. 121, 123; 85 
Fed. (2d) 287, 289, cert. den. 306 U. S. 631, this court, referring 
to the Alien Property Custodian as the “agent” of the United 
States, aptly described the nature of such suits in the following 
language: 

And since the United States, as we have seen, are the 
real parties, it is of no consequence that, as a matter of 
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convenience, they have authorized and appointed an 
agent to be sued in their stead. The agent is sued only 
in his official capacity, he has no personal and no pecu¬ 
niary interest in the result, and he is suable only be¬ 
cause the United States have consented to be sued in 
his name. The suit is just the same a suit against the 
United States. 

Various types of suits against the Alien Property Custodian 
have been held to be suits against the United States. Perhaps 
the most common example is a suit to recover property which 
has been seized by the Custodian as enemy property. Cum¬ 
mings v. Societe Suisse, supra; Becker Steel Co. v. Cummings, 
supra; Stoehr v. Wallace, 255 U. S. 239. Suits to recover debts 
due from enemies out of property held by the Custodian are 
another familiar type. Banco Mexicano v. Deutsche Bank, 
263 U. S. 591; Synthetic Patents, Inc. v. Sutherland, 22 Fed. 
(2d) 491 (C. C. A. 2). 

A suit to recover for attorneys’ services rendered to property 
taken by the Custodian is a suit against the United States, 
Wilson v. Miller, 274 Fed. 808 (E. D. N. Y.); as is also a suit 
to recover rent and damages with respect to real estate taken 
by the Custodian and subsequently returned in accordance 
with an amendment to the Act. Von Bruning v. Sutherland, 
58 App. D. C. 258; 29 Fed. (2d) 631. When a bank unlaw r - 
fully pledged its assets to secure a deposit made by the Cus¬ 
todian, a suit to recover the proceeds from the sale of the 
security which had been deposited in the Treasury, w*as held 
by this court to be a suit against the United States. Cummings 
v. Hardee, 70 App. D. C. 18, 102 Fed. (2d) 622, cert. den. 307 
U. S. 637. Indeed, w T e can think of no type of suit which 
could be brought against the Alien Property Custodian in his 
official capacity, which would not be a suit against the United 
States. 

(c) An action against the Alien Property Custodian under Sec. 4915 is a 

suit against the United States 

As described in the statute itself a § 4915 action is a “remedy 
by bill in equity.” Necessarily it is a suit, and not a continua¬ 
tion of the administrative proceeding in the Patent Office. 
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It is not an appeal from the decision of the Board of Appeals 
of the Patent Office, for the remedy by an appeal to the Court 
of Customs and Patent Appeals is specifically provided by E. S. 
4911, as amended (44 Stat. 1336, 35 U. S. C. §59 a). As 
has often been held, a § 4915 action is an original proceeding 
and suit de novo, and not an appeal. Nichols v. Minnesota 
Mining & Manufacturing Co., 109 Fed. (2d) 162, 166 (C. C. A. 
4); Globe-Union, Inc. v. Chicago Telephone Supply Co., 103 
Fed. (2d) 722, 724 (C. C. A. 7). 

Indeed, if the proceeding were not a “suit,” the federal dis¬ 
trict courts generally, other than in the District of Columbia, 
could not entertain such proceedings at all, as they are consti¬ 
tutional courts and have jurisdiction only of cases or con¬ 
troversies. U. S. Constitution, Art. Ill, § 2. The question of 
whether a § 4915 action was a “case” or “controversy” was 
decided in the affirmative by the Circuit Court of Appeals for 
the Sixth Circuit in Cleveland Trust Co. v. Berry, 99 Fed. (2d) 
517, where the appellee unsuccessfully challenged the consti¬ 
tutionality of that section. 

As in other cases or controversies, a judgment against the 
Custodian herein would adversely affect his rights. Questions 
considered and adjudicated in a § 4915 action necessarily be¬ 
come res judicata between the parties. McNamara v. Powell 
Muffler Co., 38 F. Supp. 180 (N. D. N. Y.), unlike, perhaps, 
decisions of the Court of Customs and Patent Appeals upon 
an appeal from a decision of the Patent Office. See R. S. 4914 
(16 Stat. 204, 35 U. S. C. § 62); Frasch v. Moore, 211 U. S. 
1, 9. As was said by this court in Owen v. Hermann, 56 App. 
D. C. 232, 12 Fed. (2d) 173, cert. den. 271 U. S. 6S5: 

The issuance to Owen of a patent by the Patent Office 
vested in him no property right, of which he could not 
be deprived by the interference proceedings provided 
for by section 4904 of the Revised Statutes (Comp. 
St. § 9449), or by the suit in equity contemplated 
by section 4915 of the Revised Statutes (Comp. St. 
§ 9460). * * * Every patentee takes his patent 

with full knowledge that his claim to priority of in¬ 
vention may be attacked in the manner provided by 
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law and that if it be successfully assailed, his patent 
is rendered worthless without leaving any ground for 
complaint that his constitutional rights have been in¬ 
vaded. [Italics supplied.] 

Thus, the present suit may adversely affect property of the 
United States—the Sauer patent—and it is therefore a suit 
against the United States. Stanley v. Schwalby, supra; Min¬ 
nesota v. United States, 305 U. S. 382, 386; Carr v. United 
States, 98 U. S. 433. 

Although no property or money damages would be recovered 
from the Alien Property Custodian if the plaintiffs should be 
successful in this R. S. 4915 suit, it is enough that the United 
States is being sued, for the principle of sovereign immunity to 
be applicable. As has been pointed out, the Alien Property 
Custodian is being sued in his official capacity as an officer of 
the United States. It is not necessary that the United States 
should actually be directly deprived of property by an adverse 
judgment in the action. 

Thus, a suit to enjoin the infringement of a patent by the 
United States cannot be maintained without Congressional 
consent. Belknap v. Schild, 161 U. S. 10, 18. A mandamus 
proceeding to compel government officials to award a con¬ 
tract to the lowest bidder is similarly a suit against the United 
States. International Trading Corp. v. Edison, 71 App. D. C. 
210, 109 Fed. (2d) 825, cert. den. 310 U. S. 652. A suit against 
a railroad to enjoin it from following orders of the Interstate 
Commerce Commission as to car distribution is in effect a suit 
against the United States, and can be maintained only in the 
manner consented to by the United States. Lambert Coal 
Co. v. Balt. & Ohio R. R. Co., 258 U. S. 377. Even a declara¬ 
tory judgment action against the United States would be a suit 
against the United States, though it would result in no judg¬ 
ment for money damages or directly affect property interests 
of the government. See Appalachian Electric Power Co. v. 
Smith, 67 Fed. (2d) 451, 457 (C. C. A. 4). These cases il¬ 
lustrate that an effort to recover property or monetary damages 
from the United States is not an essential characteristic of a 
suit to which the principle of sovereign immunity applies. 
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III 

The present suit cannot be maintained against the Alien Prop¬ 
erty Custodian, for the United States has not consented to 
be sued in this manner 

(a) Since this is a suit against the United States, specific statutory 
authority to bring it must be found 

The principle that the sovereign cannot be sued without 
express statutory consent is fundamental. The courts have no 
jurisdiction of any suit against the sovereign which does not 
come clearly within the express terms of a statute conferring 
consent to be sued. As was said in United States v. Shaw, 
309 U. S. 495, 500-1, 502: 

* * # we may lay the postulate that without specific 
statutory consent, no suit may be brought against the 
United States. No officer by his action can confer juris¬ 
diction. Even when suits are authorized they must be 

brought only in designated courts. 

**%■** 

It is not our right to extend the waiver of sovereign 
immunity more broadly than has been directed by the 
Congress. We, of course, intimate no opinion as to the 
desirability of further changes. That is immaterial. 

To the same effect are United States v. Michel, 282 U. S. 656, 
659;. Nassau Smelting & Refining Works v. United States, 266 
U. S. 101, 106; United States v. Sherwood, 312 U. S. 584, 590. 

Without express statutory consent to be sued, neither the 
United States nor its officers can be sued for infringement of a 
patent by the United States or its officers acting in their official 
capacities, nor can the court interfere with the use by the 
United States of the property embodying the patent sued upon. 
Belknap v. Schild, supra. 

In the leading case of Banco Mexicano v. Deutsche Bank, 
263 U. S. 591,603, affirming a decision of this court, the Supreme 
Court held that a suit to establish a debt claim against property 
seized by the Custodian could not be maintained as the debt 
did not arise “with reference to” the property itself, as re¬ 
quired by Section 9 (e) of the Act; and since the suit was in 
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effect a suit against the United States, all of the conditions to 
the consent must obtain. 'The language of this court in that 
wise (53 App. D. C. 266, 271; 289 Fed. 929) is particularly per¬ 
tinent: 

This is in effect a suit against the United States. The 
rule is well established that, when the United States 
permits itself to be sued in its own courts, the terms of 
the permission must be strictly followed, and the suitor’s 
cause come within the government’s consent. 

Garvan v. Kogler, 272 Fed. 442, (C. C. A. 3) was a suit 
against the Alien Property Custodian under Section 9 (a) of 
the Act, which permitted non-enemies to establish debts owed 
by enemies whose property had been seized. Although the * 
issue was not raised by either party, the Circuit Court of 
Appeals for the Third Circuit directed dismissal of the com¬ 
plaint for lack of jurisdiction, because the statute permitted 
suits to be brought by persons not enemies, and the complaint 
failed to allege that the plaintiff was not an enemy. 

4 

(b) Section 9 (a) of the Trading with the Enemy Act, as amended, con¬ 
ferring jurisdiction of certain suits against the Alien Property Cus¬ 
todian, is restricted to suits for the recovery of property erroneously 
seized 

The only statute conferring consent to suits against the 
Alien Property Custodian of the United States is Section 9 (a) 
of the Trading with the Enemy Act, as amended (41 Stat. 977; 
50 U. S. C. App. § 9 (a)), which was originally enacted with 
reference to seizures made by the Alien Property Custodian 
during the First World War. The remedy under this statute 
has been held to be still available and permits suit against the 
present Alien Property Custodian with respect to vested prop¬ 
erty, provided that the suit meets the requirements of Section 
9, and, in addition, that the plaintiff is not a national of a 
foreign country within the meaning of Section 5 (b) of the 
Act, as amended by the First War Powers Act of 1941 and the 
Executive Orders issued thereunder. Draeger Shipping Co. v. 
Crowley, 49 F. Supp. 215, (S. D. N. Y.); Duisberg v. Crowley, 
54 F, Supp. 365 (D. N. J,); Iki v. Crowley, D. C. W. D. Wash., 
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No. 810, May 10,1944. In the present case it is conceded that 
the plaintiffs are neither enemies nor foreign nationals and 
such facts are sufficiently alleged in the complaint. 

Section 9 (a) of the Act (41 Stat. 977, 50 U. S. C. App. 
§ 9 (a)) permits “any person not an enemy or ally of enemy 
claiming any interest, right, or title in any money or other 
property” transferred to or seized by the Alien Property Cus¬ 
todian, if he has filed the notice of claim therein required, to 
“institute a suit in equity * * * to establish the interest, 
right, title or debt so claimed, * * (See Appendix, 

pp. 29-30.) 

Under Section 7 (c) of the Act (40 Stat. 1021; 50 U. S. C. 
App. § 7 (c)), “the sole relief and remedy of any person” having 
any claim to any property transferred to or seized by the Alien 
Property Custodian, “shall be that provided by the terms of 
this Act, * * (See Appendix, p. 30.) The restricted 
nature of the remedy provided by Section 9 of the Act is further 
illustrated by the provisions of Section 9 (f) of the Act (41-Stat. 
980, 50 U. S. C. App. § 9 (f)), which provides that except as 
stated in Section 9 the property transferred to the Alien Prop¬ 
erty Custodian shall not be liable to lien or any type of court 
process, “or subject to any order or decree of any court.” (See 
Appendix, p. 30.) 

In order to come within the consent to suit conferred by Sec¬ 
tion 9 (a), the present suit would have to be a claim for “any 
interest, right, or title in any money or other property” which 
has been vested by the Custodian. The obvious purpose of this 
section was to give a remedy for the recovery of property or in¬ 
terests in property erroneously seized by the Alien Property 
Custodian. Central Union Trust v. Garvan, 254 U. S. 554, 
568-9. 

In the case of Cummings v. Hardee, 70 App. D. C. 18, 23; 102 
Fed. (2d) 622, 627, cert. den. 307 U. S. 637, this court recog¬ 
nized that this was the sole purpose of Section 9 (a). .It was 
there held that the Attorney General as successor to the Alien 
Property Custodian could not be sued by the receiver of a na¬ 
tional bank to recover back the proceeds of collateral pledged 
by the bank to secure deposits made by the Custodian, because 
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it was a suit against the United States as to which no consent 
had been given. This court further said: 

As construed by the Supreme Court, its (the Act’s) 
effect was by the seizure to transfer title from the alien 
to the United States, with a reservation, however, that 
if the seizure was erroneous and the property was not 
enemy-owned, its recovery could be secured in a suit 
brought by the owner against the Alien Property Cus¬ 
todian or the Treasurer as agents of the United States,— 
but forbidding a suit brought to recover the seized prop¬ 
erty or its proceeds in any other circumstances. * * * 
this is not a suit brought by a non-enemy owner to re¬ 
cover possession of property seized in the belief that it 
was enemy-owned, and in that case alone has Congress 
consented that the United States may be sued as to such 
seized property. 

(c) Section 9 (a) of the Trading with the Enemy Act does not authorize 
a § 4915 action against the Alien Property Custodian 

In the present case the property vested by the Custodian is 
the Sauer patent. The plaintiff here does not attack the Cus¬ 
todian’s title to the patent or claim any title or interest therein 
for himself. He rather seeks to establish a device of his own 
as a prior invention and patentable, and in this way attacks 
the validity of the patent held by the Custodian. See Owen v. 
Heimann, supra. The Custodian has vested no property which 
he can return to the plaintiff in satisfaction of the claim as¬ 
serted in the present case. If the plaintiff were to obtain a 
patent as a result of these proceedings, it would be the Com¬ 
missioner of Patent w’ho would issue it to him. It is thus 
plain that this is not a claim for the return of property or an 
interest in property vested by the Custodian, within the con¬ 
templation of Section 9 (a). That section consents to a “suit 
in equity” to recover property vested by the Custodian; it does 
not consent to suits “by bill in equity * * * to receive a 

patent” (R. S. 4915). 

Applying the rule that consent to be sued must be strictly 
construed, the courts have refused to entertain suits against 
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the Alien Property Custodian which are not strictly suits for 
the recovery of the whole or a part interest in property which 
has been taken by the Alien Property Custodian as enemy 
property. Cummings v. Hardee, supra; Wilson v. Miller, 
supra; 

The case of Von Bruning v. Sutherland, 58 App. D. C. 258. 
259; 29 Fed. (2d) 631, 632, holds that the United States had 
not consented by Section 9 (a) to be sued in a suit to recover 
rent and damages with respect to real estate which had been 
properly seized by the Alien Property Custodian during the 
war and used by him for office space, the property itself having 
previously been returned, since such a suit was not for the 
recovery of an interest in property. This court said: 

In the present suit, however, the plaintiff does not seek 
the return of the property to her, for concededly that has 
already been accomplished. The relief sought by her is 
a judgment for debt and damages for the use of her 
property and injury to it while it was in the custody of 
the Custodian. This is an essentially different cause 
of action, and is not authorized by the Act (id.). 

Similarly, the present cause of action is not one which is au¬ 
thorized by the Act, and is “essentially different” from the 
type of action contemplated by Section 9 (a). 

(d) No other section of the Trading with the Enemy Act confers consent 
to sue the Custodian in an action under R. S. 4915 

Appellants have suggested that a waiver of the Custodian’s 
immunity from suit is to be found in Sections 8 (a), 9 (j), and 
12 of the Trading with the Enemy Act, as amended. The con¬ 
tention is apparently that these sections contain a recognition 
that rights and remedies which would have been available 
against the former owners are preserved and that the Custo¬ 
dian stands in the same position as the former owners. It is 
submitted that appellants misconceive the nature of the Trad¬ 
ing with the Enemy Act and of the status of property seized 
by the Government thereunder. 

At the outset it should be noted that the Trading with the 
Enemy Act was originally enacted during the First World War, 
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and there are many parts of it which, because of references to 
that time or situations then existing or for other reasons, can¬ 
not now be regarded as fully applicable to the present Alien 
Property Custodian. See Cabell v. Markham , S. D. N. Y., Civ. 
No. 26-302, Jan. 3, 1945. 

Section 9 (j) (50 U. S. C. App. § 9 (j)) was one of the 
statutes passed after the termination of World War I which 
dea.lt with settlement of war claims and the return of prop¬ 
erties seized during that war. (See 42 Stat. 1515; 45 Stat. 271.) 
Originally enacted in 1923, it directed the return of enemy 
patents seized by the Custodian during the First World War. 
It is plainly not applicable to patents vested by the present 
Custodian during this war pursuant to Sections (b) as amended 
by Title III of the First War Powers Act of 1941 under which 
the Custodian is directed to hold, use, administer, liquidate 
and otherwise deal with property which he vests in the interest 
of and for the benefit of the United States. Congress would 
not have authorized the vesting of property by enacting Sec¬ 
tion 5 (b) as amended, and at the same time contemplate that 
it should be returned forthwith under the old Section 9 (j). 

So, too, that part of Section 12 (40 Stat. 423, 460; 50 U. S. C. 
App. § 12) which describes the powers of the Custodian during 
the last war to include the powers of a “common-law trustee” 
in respect of property which he held, dealt with property seized 
during the first World War. Even during the first World War, 
the Custodian was more than a “common-law trustee” holding 
for the benefit of the former enemy owner, for that Section 
was itself amended in 1918 to expand the Custodian’s powers 
and it was held that the United States became the absolute 
owner of the property seized by the Custodian. See Cummings 
v. Deutsche Bank, su-pra. Thus that part of Section 12 which 
gives the Custodian the powers of a common-law trustee does 
not qualify the title held by the United States, but is simply a 
definition of the powers to deal with the property given to the 
Custodian. 

In any event Section 12 is qualified by the amendments to 
the Trading with the Enemy Act made by the First War Pow¬ 
ers Act of 1941 which, as pointed out above, provides that the 
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property vested shall be held for the benefit of the United 
States. 

Appellants are also in error insofar as they may assert that 
section 8 (a) of the Act (40 Stat. 418,50 U. S. C. App. § 8 (a)), 
was intended to preserve all rights and remedies of persons not 
enemies with respect to property seized from enemies. Section 

8 (a) qualified the right of the Custodian to seize enemy prop¬ 
erty in which non-enemies held security interests of a type 
which “may be disposed of on notice or presentation or de¬ 
mand.” It provided that in such cases the mortgagee, pledgee, 
etc., might “continue to hold” the property, satisfy his lien by 
disposing of the property, and turn over to the government any 
surplus as ordered by the President. This section does not give 
the Custodian the right of possession until after the lien has 
been satisfied, so there would be no occasion to sue the Govern¬ 
ment under Section 8 (a) to satisfy the lien. Accordingly, Sec¬ 
tion 8 (a) even if presently applicable indicates no disposition 
to expand the limited consent to be sued conferred by Section 

9 (a). 

(e) Consent that the United States or its Alien Property Custodian as 

patentee and adverse party be sued in a § 4915 action, cannot be found 

in the patent laws 

The suggestion has been made by the appellants that because 
R. S. 4915 authorizes suits against the Commissioner of Pat¬ 
ents and because the sovereign is a single entity possessing but 
a single immunity, § 4915 necessarily authorizes suits against 
the Alien Property Custodian. Such an argument is more in¬ 
genious than sound. 

A § 4915 suit growing out of an adverse decision in an inter¬ 
ference proceeding is essentially a suit against the adverse 
party in the interference proceeding, and not against the Com¬ 
missioner of Patents. It is for this reason that the adverse 
party in the interference proceeding is the only necessary party 
defendant. /. C. Eno ( U.S .) Ltd. v. Coe , 70 App. D. C. 337,106 
F. (2d) 858; Armstrong v. DeForest, 13 F. (2d) 438 (C. C. A. 
2) cert. den. 273 U. S. 734. Although the judgment may in 
form appear to be directed against the Commissioner when it 
directs that a new patent be issued, the Commissioner’s func- 
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tion in issuing the patent is merely ministerial, giving effect to 
the court’s decision against the adverse party. The fact that 
the decision becomes “the decision of the Patent Office” 
(Gandy v. Marble , 122 U. S. 432, 440) demonstrates that it 
is not against the Commissioner of Patents, but a decision be¬ 
tween the adverse parties which overrides whatever determina¬ 
tion was previously made in the Patent Office upon the same 
issues. Since the decision can be rendered whether or not the 
Commissioner is a party, it is clear that it is not a judgment 
against him. 

Although the Commissioner may properly be joined as a 
party, the interest of the United States in the ordinary § 4915 
suit is not a proprietary one. The Commissioner’s presence is 
that of an administrative officer to whom has been delegated 
the authority to determine the rights of parties to patents on 
inventions claimed by them and to issue patents. Authority 
to join the Commissioner in reviewing his administrative ac¬ 
tion does not mean that Congress has by its patent laws con¬ 
ferred consent that the government may be sued generally in 
connection with patents owned by it. It could not be argued 
that a provision in a statute conferring the right to review the 
determination of an administrative agency such as the Depart¬ 
ment of Agriculture in suits against the Secretary, granted 
consent to sue the Secretary wdth respect to all the lands held 
by him for the United States in the exercise of functions which 
were conferred upon him by other statutes. 

The only statute permitting suits against the United States 
at all with respect to patents is the Act of June 25, 1910, c. 
423 (36 Stat. 851), 35 U. S. C. § 68, and this statute permits 
only suits for monetary compensation for use of a patented 
device without contractural permission, either by the United 
States or by a manufacturer for the United States. The con¬ 
sent to be sued conferred by this statute is plainly of a very 
limited nature and cannot possibly be extended by construe^ 
tion to consent to be sued in connection with the establishment 
of a right to a patent in proceedings under R. S. 4915. 
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IV 

The immunity of the United States from a Section 4915 suit 

does not deprive appellants of any constitutional right 

It is of course true that Congress may not authorize the 
taking of property of a non-enemy American citizen without 
providing compensation, if the statute is one of eminent 
domain; or if the taking is to confiscate enemy property, Con¬ 
gress must provide a remedy permitting return of property 
taken erroneously from a non-enemy citizen. Henkels v. 
Sutherland, 271 U. S. 298, 301; Becker Steel Co. v. Cummings, 
296 U. S. 74, 79; Draeger Shipping Co. v. Crowley, 49 F. Supp. 
215, 218 (S. D. N. Y.). See also Stoehr v. Wallace, 255 U. S. 
239. The Trading with the Enemy Act makes constitutionally 
adequate provision for judicial return in section 9 (a). Here, 
however, there is no contention that any property has been 
wrongfully vested by the Custodian. The validity of the 
seizure of the Sauer patent is conceded. Appellants’ complaint 
is that they would be deprived of constitutional rights if the 
government’s immunity is held to prevent them from estab¬ 
lishing their priority in a suit under Section 4915. 

The failure to provide a remedy to enforce a claim against 
the United States has never been held to offend any guarantee 
afforded by the Fifth Amendment. That hardships may result 
from immunity has been an argument directed with frequent 
success to the Congress to secure a statutory waiver of im¬ 
munity. It has never been successfully urged as adequate 
ground for a judicial determination that the immunity of the 
sovereign deprived a citizen of a right to sue protected by the 
Constitution. 

In Schillinger v. United States, 155 U. S. 163, it was held that 
a patentee is not unconstitutionally deprived of any property 
rights in his patent by denying him the right to sue the United 
States for infringement, although the right to sue for infringe¬ 
ment is perhaps the most important right which attaches to a 
patent. The court there said (on p. 168): 

It is said that the Constitution forbids the taking of 
private property for public uses without just compen- 
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sation; that therefore every appropriation of private 
property by any official to the uses of the government, no 
matter however wrongfully made, creates a claim 
founded upon the Constitution of the United States and 
within the letter of the grant in the act of 1887 of the 
jurisdiction to the Court of Claims. If that argument 
be good, it is equally good applied to every other pro¬ 
vision of the Constitution as well as to every law* of 
Congress. This prohibition of the taking of private 
property for public use without compensation is no 
more sacred than that other constitutional provision 
that no person shall be deprived of life, liberty, or prop¬ 
erty without due process of law. Can it be that Congress 
intended that every wrongful arrest and detention of an 
individual, or seizure of his property by an officer of the 
government, should expose it to an action for damages 
in the Court of Claims? 

No property rights protected by the Constitution are taken 
away from the plaintiffs by the Custodian's immunity from 
suit, if indeed the possibility of obtaining a patent can be 
regarded as a property right. It is questionable whether any 
constitutional requirement makes it necessary to afford the 
judicial remedy provided by Section 4915 at all. In any event, 
the immunity of the Custodian from suit merely deprives the 
plaintiffs of a remedy under R. S. 4915, and not of any rights 
they may have to a patent under the patent laws. Sovereign 
immunity is a doctrine which affects remedies only. 

Thus, in Lynch v. United States, 292 U. S. 571, it was held 
that Congress might have withdrawn any remedy for the en¬ 
forcement of certain war risk insurance policies, although with¬ 
drawal of the contractual rights themselves was in violation of 
the Fifth Amendment. The court there said (pp. 581-2): 

Although consent to sue was thus given when the 
policy issued, Congress retained power to withdraw the 
consent at any time. For consent to sue the United 
States is a privilege accorded; not the grant of a property 
right protected by the Fifth Amendment. The consent 
may be withdrawn, although given after much delibera- 
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tion and for a pecuniary consideration. DeGroot v. 
United States, 5 Wall. 419, 432. * * * The sover¬ 
eign’s immunity from suit exists whatever the character 
of the proceeding or the source of the right sought to be 
enforced. It applies alike to causes of action arising 
under acts of Congress, DeGroot v. United States, 5 Wall. 
419, 431; United States v. Babcock, 250 U. S. 328, 331; 
and to those arising from some violation of rights con¬ 
ferred upon the citizen by the Constitution, Schillinger 
v. United States, 155 U. S. 163, 166, 168. * * * 

* * * When the United States creates rights in 

individuals against itself, it is under no obligation to 
provide a remedy through the courts. United States v. 
Babcock, 250 U. S. 328,331. It may limit the individual 
to administrative remedies. Tutun v. United States, 
270 U. S. 568, 576. * * * 

In Maricopa County v. Valley Bank, 318 U. S. 357, the Supreme 
Court again held that the grant of consent to sue the United 
States was a privilege which might without violating the Fifth 
Amendment be withdrawn at any time, even after a lien had 
accrued. 

The Constitutional argument may be readily disposed of by 
reference to the case of United States v. Alabama, 313 U. S. 274. 
In that case the government acquired real property on which 
there were tax liens held to have been outstanding at the time 
of acquisition. The Supreme Court held that the government 
acquired the land subject to the liens but held that proceedings 
to foreclose the liens could not be maintained and those taken 
w’ere void because of the government’s immunity from suit. 

Similarly, we do not dispute that the Custodian holds the 
Sauer patent subject to the claim of the appellants to a patent 
for the invention involved. The appellants may assert those 
rights should the Custodian sue them or their customers for 
infringement of the Sauer patent. We do not deny that the 
appellants may bring their action under § 4915 against any 
assignee to whom the Government may in the future assign 
the Sauer patent. In all these respects the ownership by the 
United States has not operated to defeat the appellants’ in- 
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terest, just as in United States v. Alabama the acquisition of 
the property by the United States did not defeat Alabama’s 
lien. However, just as in United States v. Alabama, the lien 
holder could not enforce its interest because that would re¬ 
quire a suit against the United States which had not been 
consented to, so here the appellant cannot maintain this action 
because the presence of the United States as a party is required 
and it has not consented to be sued in such proceedings. 

Although, as we have shown, the hardships which may be 
suffered by the plaintiffs cannot affect the immunity of the 
United States from suit, it should be noted that these hard¬ 
ships are not as great as they may appear at first glance. 

The administrative remedies in the Patent Office are ap¬ 
parently still available to*an applicant although the United 
States may be the holder of an interfering patent. In Inter¬ 
ference No. 80,181, entitled Young v. Sauer, the party Young 
(to whose rights Polaroid Corporation has succeeded) moved 
to vacate the decision against him on the ground that the 
Custodian, as holder of another patent of Sauer there involved, 
was immune from suit. In an opinion dated December 11, 
1944, the First Assistant Commissioner dismissed this petition 
pointing to the difference between an interference proceeding 
in the Patent Office and a suit under Section 4915: 

* * * Moreover, the expected decision of the 

court as to whether the Alien Property Custodian may 
be sued without his consent will be irrelevant to the 
question raised by the motion to vacate the decision of 
the Board of Interference Examiners. The interference 
is not a suit against the Custodian. Jurisdiction of the 
Board of Interference Examiners in this case rests upon 
the express statutory provision of sec. 4904 R. S. (U. S. C. 
title 35, sec. 52), empowering the Commissioner of 
Patents to direct the institution of interference proceed¬ 
ings. 

In addition, the denial of jurisdiction to sue the Custodian 
under Section 4915 does not necessarily mean that the remedy 
by appeal to the Court of Customs and Patent Appeals, pro¬ 
vided for by R. S. 4911 (44 Stat. 1336, 35 U. S. C. § 59a), would 
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not be available when the United States is the successful party 
in an interference proceeding. So far as we know, this question 
has not been judicially determined, and it is unnecessary to 
decide it here, but it is to be noted that appeals to the Court 
of Customs and Patent Appeals do not present judicial cases 
or controversies in the constitutional sense. See Postum 
Cereal Co. v. California Fig Nut Co., 272 U. S. 693; Frasch v. 
Moore, 211 U. S. 1. In the event of such an appeal it seems 
clear that the Custodian could not file a notice under R. S. 4911 
electing to remove the appeal from the Court of Customs and 
Patent Appeals and to try the issues in a section 4915 proceed¬ 
ing, both because his present position would estop him from 
so doing and because he is unable to waive the immunity of the 
United States from a section 4915 suit. Again, as has been 
pointed out, appellants can contest the validity of the Sauer 
patent in any suit for infringement brought by the Custodian. 

Moreover, the remedy under R. S. 4915 is not necessarily per¬ 
manently abrogated by the Custodian’s immunity from suit. 
If the Sauer patent is assigned to another by the Custodian, it 
would appear that the remedy under § 4915 would revive and 
again be available to the present plaintiffs, just as the lien 
holder in the case of United States v. Alabama, supra, would be 
able to enforce its lien in the event the lands involved were con¬ 
veyed by the United States to a private party. Although R. S. 
4915 provides that the suit must be instituted within six 
months after the decision of the Patent Office, this time limita¬ 
tion will presumably be suspended during the period that the 
Sauer patent is held by the Custodian. It has been held that 
statutes of limitation do not run during the time when it is 
legally impossible to pursue the remedy. This rule has been 
invoked as to a period of time during which property was held 
by a state which was immune from suit. Collier v. Goessling, 
160 Fed. 604, 610-11 (C. C. A. 6th). Statutes of limitation are 
tolled upon claims between nationals of warring nations for the 
period of the war. Brown v. Hiatt, 15 Wall. 177, 184-5; Han¬ 
ger v. Abbott, 6 Wall. 532. Similarly, they do not run against 
claims during the period when it is legally impossible to have 
an administrator appointed who can be sued. Heckman v. 
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Kassing, 76 Ind. A. 401,132 N. E. 379. See also In Re Bullard, 
116 Cal. 355, 48 Pae. 219. 

***** 

In the final analysis, however, it is not profitable to attempt 
to appraise the extent of the actual hardship which will attend 
the dismissal of appellants’ appeal. Since neither the Alien 
Property Custodian nor the courts can confer jurisdiction over 
suits against the United States where Congress has not done 
so, any relief must necessarily be through appropriate legisla¬ 
tion. It would serve the purpose of none of the interested 
parties to have the merits of the pending suit adjudicated if 
because of lack of jurisdiction the resulting judgment would be 
void and subject to collateral attack. See United States v. 
U. S. Fidelity Co., 309 U. S. 506, 514. It is for these reasons 
that the appellee has made this motion even though it involves 
the vacating of a judgment on the merits in his favor. 

We do not underestimate the weight of the equitable argu¬ 
ments which may be advanced in support of the view that 
appellants should have a forum in which to adjudicate the 
merits of their claim, but it is respectfully submitted that these 
are considerations which must be addressed to the Congress. 

Respectfully submitted, 

Herbert Wechsler, 

Assistant Attorney General, 

Harry LeRoy Jones, 

Chief, Alien Property Litigation Unit, 

Irving J. Levy, 

Chief Trial Attorney, 

William Lawrence, 

Attorney, 

War Division, Department of Justice, 

Washington, D. C. 

Attorneys for Alien Property Custodian. 

B. F. Garvey, 

Special Assistant to the Attorney General, 

John Ernest Roe, 

General Counsel to the Alien 
Property Custodian, 

Of Counsel. 


January, 1945. 



















STATUTES 

Patent Laws 


R. S. §4915 (16 Stat. 205), as amended, U. S. C., Title 
35, § 63: 

Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dis¬ 
satisfied with the decision of the board of interference 
examiners, the applicant, unless appeal has been taken 
to the United States Court of Customs and Patent Ap¬ 
peals, and such appeal is pending or has been decided, 
in which case no action may be brought under this sec¬ 
tion, may have remedy by bill in equity, if filed within 
six months after such refusal or decision; and the court 
having cognizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge that such 
applicant is entitled, according to law, to receive a 
patent for his invention, as specified in his claim or for 
any part thereof, as the facts in the case may appear. 
And such adjudication, if it be in favor of the right of 
the applicant, shall authorize the commissioner to issue 
such patent on the applicant filing in the Patent Office 
a copy of the adjudication and otherwise complying 
with the requirements of law'. In all cases where there 
is no opposing party a copy of the bill shall be served on 
the commissioner; and all the expenses of the proceed¬ 
ings shall be paid by the applicant, whether the final 
decision is in his favor or not. In all suits brought here¬ 
under where there are adverse parties the record in the 
Patent Office shall be admitted in whole or in part, 
on motion of either party, subject to such terms and 
conditions as to costs, expenses, and the further cross- 
examination of the witnesses as the court may impose, 
without prejudice, however, to the right of the parties 
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to take further testimony. The testimony and exhibits, 
or parts thereof, of the record in the Patent Office when 
admitted shall have the same force and effect as if 
originally taken and produced in the suit. 

The Trading With the Enemy Act 

Section 5 (b), as amended by Title III of the First War 
Powers Act of 1941 (55 Stat. 839), U. S. C., Title 50 Appendix, 
§ 5 (b): 

(1) During the time of war or during any other period 
of national emergency declared by the President, the 
President may, through any agency that he may desig¬ 
nate, or otherwise, and under such rules and regulations 
as he may prescribe, by means of instructions, licenses, 
or otherwise— 

* * * * * 

(A) * * * 

(B) investigate, regulate, direct and compel, 
nullify, void, prevent or prohibit, any acquisition 
holding, withholding, use, transfer, withdrawal, 
transportation, importation or exportation of, or 
dealing in, or exercising any right, power, or privi¬ 
lege with respect to, or transactions involving, any 
property in which any foreign country or a national 
thereof has any interest, 

by any person, or with respect to any property, subject 
to the jurisdiction of the United States; and any prop¬ 
erty or interest of any foreign country or national thereof 
shall vest, when, as, and upon the terms, directed by 
the President, in such agency or person as may be desig¬ 
nated from time to time by the President, and upon 
such terms and conditions as the President may pre¬ 
scribe such interest or property shall be held, used, ad¬ 
ministered, liquidated, sold, or otherwise dealt with in 
the interest of and for the benefit of the United States, 
and such designated agency or person may perform any 
and all acts incident to the accomplishment or further¬ 
ance of these purposes; * * * 

♦ * * * * 
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Section 9 (a) (41 Stat. 977), as amended, U. S. C., Title 50 
Appendix, § 9 (a): 

That any person not an enemy or ally of enemy claim¬ 
ing any interest, right, or title in any money or other 
property which may have been conveyed, transferred, 
assigned, delivered, or paid to the Alien Property Cus¬ 
todian or seized by him hereunder and held by him or 
by the Treasurer of the United States, or to whom any 
debt may be owing from an enemy or ally of enemy 
whose property or any part thereof shall have been con¬ 
veyed, transferred, assigned, delivered, or paid to the 
Alien Property Custodian or seized by him hereunder 
and held by him or by the Treasurer of the United 
States may file with the said custodian a notice of his 
claim under oath and in such form and containing such 
particulars as the said custodian shall require; and the 
President, if application is made therefor by the claim¬ 
ant, may order the payment, conveyance, transfer, as¬ 
signment, or delivery to said claimant of the money or 
other property so held by the Alien Property Custodian 
or by the Treasurer of the United States, or of the in¬ 
terest therein to which the President shall determine 
said claimant is entitled: Provided , That no such order 
by the President shall bar any person from the prosecu¬ 
tion of any suit at law or in equity against the claimant 
to establish any right, title, or interest which he may 
have in such money or other property. If the President 
shall not so order within sixty days after the filing of 
such application or if the claimant shall have filed the 
notice as above required and shall have made no ap¬ 
plication to the President, said claimant may institute 
a suit in equity in the Supreme Court of the District of 
Columbia or in the district court of the United States 
for the district in which such claimant resides, or, if a 
corporation, where it has its principal place of business 
(to which suit the Alien Property Custodian or the 
Treasurer of the United States, as the case may be, shall 
be made a party defendant) to establish the interest 
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right, title, or debt so claimed, and if so established the 
court shall order the payment, conveyance, transfer, as¬ 
signment, or delivery to said claimant of the money or 
other property so held by the Alien Property Custodian 
or by the Treasurer of the United States or the interest 
therein to which the court shall determine said claim¬ 
ant is entitled. If suit shall be so instituted, then such 
money or property shall be retained in the custody of 
the Alien Property Custodian, or in the Treasury of the 
United States, as provided in this Act, and until any 
final judgment or decree which shall be entered in favor 
of the claimant shall be fully satisfied by payment or 
conveyance, transfer, assignment, or delivery by the 
defendant, or by the Alien Property Custodian, or 
Treasurer of the United States on order of the court, 
or until final judgment or decree shall be entered against 
the claimant or suit otherwise terminated. 

Section 7 (c) (40 Stat. 1021), U. S. C., Title 50 Appendix, 
§7 (c) 

*•*•*•** 

The sole relief and remedy of any person having any 
claim to any money or other property heretofore or here¬ 
after conveyed, transferred, assigned, delivered, or paid 
over to the Alien Property Custodian, or required so to 
be, or seized by him shall be that provided by the terms 
of this Act, and in the event of sale or other disposition 
of such property by the Alien Property Custodian, shall 
be limited to and enforced against the net proceeds 
received therefrom and held by the Alien Property Cus¬ 
todian or by the Treasurer of the United States. 

Section 9 (f) (41 Stat. 980) U. S. C., Title 50 Appendix, 
19(f). 

Except as herein provided, the money or other prop¬ 
erty conveyed, transferred, assigned, delivered, or paid 
to the Alien Property Custodian, shall not be liable to 
hen, attachment, garnishment, trustee process, or ex¬ 
ecution, or subject to any order or decree of any court. 
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EXECUTIVE ORDERS 

Executive Order No. 9193 (7 Fed. Reg. 5205, July 9, 1942); 
issued July 6,1942: 

Executive Order No. 9193 

AMENDING EXECUTIVE ORDER NO. 9095 ESTABLISHING THE 

OFFICE OF ALIEN PROPERTY CUSTODIAN AND DEFINING ITS 

FUNCTIONS AND DUTIES AND RELATED MATTERS 

By virtue of the authority vested in me by the Con¬ 
stitution, by the First War Powers Act, 1941, by the 
Trading with the Enemy Act of October 6, 1917, as 
amended, and as President of the United States, it is 
hereby ordered as follows: 

Executive Order No. 9095 of March 11, 1942, is 
amended to read as follows: 

1. There is hereby established in the Office for Emer¬ 
gency Management of the Executive Office of the Presi¬ 
dent the Office of Alien Property Custodian, at the head 
of which shall be an Alien Property Custodian appointed 
by the President. * * * 

2. The Alien Property Custodian is authorized and 
empowered to take such action as he deems necessary 
in the national interest, including, but not limited to, 
the power to direct, manage, supervise, control or vest, 
with respect to: 

• * * » * 

(d) any patent, patent application, design patent, de¬ 
sign patent application, copyright, copyright applica¬ 
tion, trademark or trademark application or right re¬ 
lated thereto in which any foreign country or national 
thereof has any interest and any property of any nature 
whatsoever (including, without limitation, royalties and 
license fees) payable or held with respect thereto, and 
any interest of any nature whatsoever held therein by 
any foreign country or national thereof; 
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VESTING ORDER NO. 112 
(7 Fed. Reg. 7785, October 1, 1942) 

Office of Alien Property Custodian 
Washington 

Vesting Order Number 112 
Re: Patents and Applications of Enemy Nationals 

Under the authority of the Trading with the enemy Act, as 
amended, and Executive Order No. 9095, as amended, and pur¬ 
suant to law, the undersigned, after investigation, finding that 
the property described as follows: 

All right, title and interest, including all accrued royal¬ 
ties and all damages and profits recoverable at law or in 
equity from any person, firm, corporation or govern¬ 
ment for past infringement thereof, in the patents the 
numbers of which are listed in Exhibits A, B, C, D, E, F, 
G, H, I and J attached hereto and made a part hereof, 
and the titles to which stand of record in the United 
States Patent Office in the names of the persons appear¬ 
ing (a) in the case of the aforesaid Exhibits A, B, C, D, 
E, F, G, H and I at the respective tops thereof, and (b) 
in the case of said Exhibit J, opposite the respective 
numbers listed therein ; 

and patent applications identified in Exhibit K attached 
hereto and made a part hereof, 

is property in which nationals of a foreign country or countries 
have interests, and having made all determinations and taken 
all action, after appropriate consultation and certification, re¬ 
quired by said Executive Order or Act or otherwise, and deem¬ 
ing it necessary in the national interest, hereby vests such prop¬ 
erty in the Alien Property Custodian, to be held, administered, 
liquidated, sold or otherwise dealt with in the interest of and 
for the benefit of the United States. 



33 


Such property and any or all of the proceeds thereof shall be 
held in a special account pending further determination of the 
Alien Property Custodian. This shall not be deemed to limit 
the powers of the Alien Property Custodian to return such 
property or the proceeds thereof, or to indicate that compensa¬ 
tion will not be paid in lieu thereof, if and when it should be 
determined that such return should be made or such compensa¬ 
tion should be paid. 

Any person, except a national of a designated enemy country, 
asserting any claim arising as a result of this order may file 
with the Alien Property Custodian a notice of his claim, to¬ 
gether with a request for a hearing thereon, on Form APC-1, 
within one year from the date hereof, or within such further 
time as may be allowed by the Alien Property Custodian. 
Nothing herein contained shall be deemed to constitute an ad¬ 
mission of the existence, validity or right to allowance of any 
such claim. 

The terms “national” and “designated enemy country” as 
used herein shall have the meanings prescribed in Section 10 of 
said Executive Order. 

Executed at Washington, D. C. on August 25, 1942. 

(Signed) Leo T. Crowley, 

Leo T. Crowley, 

Alien Property Custodian. 

EXHIBIT J 


Patents which are identified as follows and the titles to 
which stand of record in the United States Patent Office in the 
names of the persons indicated, respectively: 


Patent 

Number 

Date 

Record Owner 

Inventor 

Title 

* 

* 

• • 

• 

* * 

2,185,018—i 

12/26/39- 

Zeiss Ikon A. G_ 

EL Sauer_J 

Polarizing 

Structure 


•. t. •ovuaaurr nimai office 11»«» 
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®ntteb States Court ot Appeals 

District of Colombl* 


No. 8854—Civil 

Polaroid Corporation and Robert A. Smith, appellants 

v . 

James E. Markham, as Alien Property Custodian, and Con¬ 
way P. Coe, as Commissioner of Patents, appellees 

i 

STATES 


APPEAL FROM THE DISTRICT COURT OF THE UNITED 
FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR APPELLEE MARKHAM 


INTRODUCTORY STATEMENT 

This is an appeal from a final judgment (Smith’s App. 19) 
of the District Court dismissing the complaint (Smith’s App. 3) 
in an action brought under Section 4915 of the Revised Statutes 
(35 U. S. C. § 63), as amended by the Act of August 5, 1939, 
53 Stat. 1212. Subsequent to the filing of the notice of appeal, 
the appellee, James E. Markham, Alien Property Custodian, 
by motion filed November 10, 1944, moved this court to dis¬ 
miss the appeal and to vacate the judgment in his favor below 
and for an order directing the District Court to dismiss the 
complaint for lack of j urisdiction. This court denied the motion 
on February 19,1945, holding that the District Court had juris¬ 
diction to entertain the suit. 

The facts are sufficiently set forth in appellants’ statement 
of the case (Smith’s Br. 2-4), except that appellants’ charac¬ 
terization of the testimony of Lewis W. Chubb, Jr. and Robert 
P. Blake (Smith’s Br. 4) are conclusions as to some of the 


i 


i 




2 


very issues before this court and appellees do not agree that the 
testimony of these witnesses supports these conclusions. It 
should also be observed that appellants’ testimony as to the 
inoperativeness of Sauer’s patent was seasonably objected to 
by appellee in the District Court (Tr. 14-19, 40; Smith’s App. 
79) on the ground that it was barred by appellants’ failure to 
comply with Rules 122 and 130 of the Rules of Practice in the 
Patent Office. 

The appellants will sometimes be referred to as “Smith” and 
the appellees as “Sauer.” 

STATUTES AND RULES INVOLVED 

R. S. § 4904, 44 Stat, 1336, U. S. C., Title 35, § 52. Whenever 
an application is made for a patent which, in the opinion of 
the Commissioner, would interfere with any pending applica¬ 
tion, or with any unexpired patent, he shall give notice thereof 
to the applicants, or applicant and patentee, as the case may 
be. and shall direct a board of three examiners of interferences 
to proceed to determine the question of priority of invention. 
And the Commissioner may issue a patent to the party who 
is adjudged the prior inventor. 

R. S. §§ 481 483, 32 Stat. 830, U. S. C., Title 35, § 6. The 
Commissioner of Patents, subject to the approval of the Secre¬ 
tary of Commerce, may from time to time establish regula¬ 
tions, not inconsistent with law, for the conduct of proceedings 
in the Patent Office. 

Rule 122. Motions to dissolve an interference (1) alleging 
that there has been such informality in declaring the same 
as will preclude the proper determination of the question of 
priority of invention, or (2) denying the patentability of an 
applicant’s claim, or (3) denying his right to make the claim, 
or (4) if the interference involves a design patent or an appli¬ 
cation, alleging that there is no interference in fact and also 
motions to shift the burden of proof, should contain a full 
statement of the grounds relied upon and should, if possible, 
be made within the time fixed by the examiner of interferences, 
not less than thirty days, after the statements of the parties 
have been received and approved. Such motions and all mo- 


tions of a similar character, if in the opinion of the examined 
of interferences they be in proper form, will be heard and de¬ 
termined by the primary examiner, due notice of the day of 
hearing being given by the office to all parties. If in the opinion 
of the examiner of interferences the motion be not in proper 
form, or if it be not brought within the time specified and n<? 
satisfactory reason be given for the delay, it will not be com 
sidered and the parties will be so notified. 

Rule 130. Where the patentability of a claim to an op¬ 
ponent is material to the right of a party to a patent, said party 
may urge the nonpatentability of the claim to his opponent 
as a basis for the decision upon priority of invention. A 
party shall not be entitled to raise this question, however^ 
unless he has duly presented and prosecuted a motion under 
rule 122 for dissolution upon this ground or shows good reason 
why such a motion was not presented and prosecuted. 

i 

StJiynVTA'RY OF ABGTJMENT 

1. In order for appellants to prevail, they must establish that 
the trial court was clearly wrong in holding that Smith failed 
to sustain his burden of proving that he had reduced to practice 
the invention prior to the earliest date available to the appel^ 
lees. Since Smith's application was filed on June 26, 1940, siS 
months after the issuance of a patent to Sauer on December 26; 
1939, Smith's burden is a heavy one. He must prove prior re^ 
duction to practice beyond a reasonable doubt. The trial court 
was correct in deciding that Smith’s evidence was inadequate to 
sustain his burden of proof on this issue. 

2. In deciding that Smith had failed to prove prior reduce 
tion to practice, both the Patent Office and the court below 
assumed, without attempting to decide, that Sauer’s earliest 
filing date was December 30, 1937, the date of his application 
for a patent in this country. But Sauer is entitled to have De¬ 
cember 31, 1936 considered as his filing date since at that time 
his assignee or representative filed an application in Germany 
for a Gebrauchsmuster, a type of patent within the meaning of 
R. S. 4887 (35 U. S. C. § 32). 
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3. Smith is barred under the terms of Rule 130 of the Rules 
of Practice in the Patent Office from raising the question of the 
inoperativeness of Sauer’s disclosure since he failed to make 
a motion in the Patent Office to dissolve the interference in 
accordance with Rule 122 and Sauer seasonably objected in 
the trial court to the introduction of evidence on this question. 
But even if Smith may properly raise the issue, the trial court 
was correct in deciding that Smith had failed to prove that the 
disclosure was inoperative. 

ARGUMENT 

I. The District Court did not err in finding that Smith had 
failed to prove reduction to practice of the invention prior 
to December 30, 1937, the date of Sauer’s application for a 
patent in the United States 

Both the Patent Office (App. 27) and the court below (Smith’s 
App. 18) found that Smith had conceived the invention in issue 
on April 13. 1936 and Sauer does not question this finding. It 
needs no citation of authority, however, to establish that in 
order to prove priority of invention, earlier conception alone is 
not sufficient, and Smith must prove either that he reduced the 
invention to practice prior to the earliest date available to Sauer 
or that he exercised reasonable diligence in attempting to re¬ 
duce the invention to practice from a time just prior to Sauer’s 
earliest filing date to the date of the filing of Smith’s applica¬ 
tion for a patent. It will be shown later (Point II) that Sauer 
is entitled to the date of the filing of an application for a 
Gebrauchsmuster in Germany, viz., December 31, 1936, as his 
date of conception and reduction to practice, but for the pres¬ 
ent we assume that the earliest data available to Sauer is De¬ 
cember 30, 1937, the date when he filed in this country an ap¬ 
plication for a patent for the invention in question. The trial 
court found that Smith had not proved reasonable diligence 
(Smith’s App. 18, finding 3) and on this appeal he has aban¬ 
doned all attempts to prove this point (Smith’s Br. 6; Tr. 74). 
In order to prevail, therefore, on the issue of priority of inven- 
titon, Smith must prove that he reduced the invention to prac¬ 
tice prior to the earliest date available to Sauer. 
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Smith’s burden of proving prior reduction to practice is a 
very heavy one. Sauer received a patent on December 26, 
1939 (Smith's App. 84-86) for the invention in issue on his 
application filed on December 30, 1937 (Plffs.’ Exh. 1), and it 
was not until June 26, 1940 that Smith, copying the claim 6f 
Sauer’s patent, filed his application for a patent for the same 
invention (Plffs.’ Exh. 2). It has been uniformly held that 
where an application for a patent is filed after the grant of a 
patent for the same invention to another, the later applicant 
must prove beyond a reasonable doubt that he is the prior ip- 
ventor. Coffin v. Ogden, 18 Wall. 120 (1873); Cantrell v. Wal- 
lick, 117 U. S. 689 (1886); Morgan v. Daniels, 153 U. S. 121 
(1894); Sharer v. McHenry, 19 App. D. C. 158 (1901); Walker 
v. Altorfer, 111 F. (2d) 164 (C. C. P. A., 1940); McBride v. 
Teeple, Jr., 129 F. (2d)JS2S (C. C. P. A., 1942); Smith v. Carter 
Carburetor Corporation, 130 F. (2d) 555 (C. C. A. 3, 1942)!; 
Minnesota Mining & Mfg. Co. v. Van Cleej, 139 F. (2d) 550 
(C. C. A. 7, 1943); 2 Walker on Patents (Deller’s Ed. 1937) 
p. 917. j 

In Walker v. Altorjer, supra, the court stated (p. 167) that 
the reasons for the rule placing this heavy burden of proof op 
the junior party “involve the fundamental basis of the patent 
system,” and indeed it is obvious that such a rule is necessary 
to preserve for inventors the fruits of their inventions and to 
eliminate the possibilites of fraud which are so readily present 
when persons may fully examine patents before filing applies 
tions for the same inventions. See The Barbed Wire Patent\ 
143 U. S. 275, 2S4 (1892). j 

Priority of invention in this case depends, as we have seen, op 
priority of reduction to practice. Therefore, in the interference 
proceeding in the Patent Office and in the trial below Smith 
had the burden of proving beyond a reasonable doubt that he 
had reduced to practice the invention in issue prior to Decem¬ 
ber 30. 1937. Smith does not seriously dispute that this was 
the measure of his burden in the Patent Office and in the Dis¬ 
trict Court (Smith’s Br. 14). 

Both the Patent Office in the two decisions of its Board of 
Interference Examiners (App.) and the District Court 

G17104—45-2 ! 
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(Smith’s App. 18-19) held that Smith had failed to prove that 
he had reduced the invention to practice prior to December 30, 
1937. The question of reduction to practice is one of fact, 1 
(Thompson Co. v. Ford. Motor Co., 265 U. S. 445 (1924); 
Doble v. Scott, 54 App. D. C. 97, 295 Fed. 23S(1924); 1 Walker, 
op. cit., supra, p. 115). and the decision of the court below must 
be sustained by this court unless it was clearly erroneous (Rule 
52 (a). Federal Rules of Civil Procedure; Katz Underwear Co. 
v. United States , 127 F. (2d) 965 (C. C. A. 3, 1942); Guilford 
Construction Co. v. Biggs, 102 F. (2d) 46 (C. C. A. 4, 1939)). 
The ultimate issue before this court, therefore, is whether the 
trial court was clearly wrong in holding that Smith had failed 
to prove beyond a reasonable doubt that he had reduced to 
practice the invention in issue before the earliest date available 
to Sauer. 

The burden of proof is even more onerous in this case than 
in the normal civil action because a suit under R. S. 4915 (35 
U. S. C. § 63) to secure a patent, though generally characterized 
as one de novo , is also in the nature of “a proceeding to set aside 
a judgment” ( Morgan v. Daniels, 153 U. S. 120, 124 (1S94)) 
and “is an application to set aside the action of one of the ex¬ 
ecutive departments of the government.” ( Bayer v. Rice, 64 
App. D. C. 107, 10S, 75 F. (2d) 23S, 239 (1934)). More re¬ 
cently, in considering an appeal in an R. S. 4915 proceeding 
arising from an interference in the Patent Office this court 
stated, “We note, also, that at this point the principle of Abbott 
v. Coe (71 App. D. C. 195, 197, 109 F. (2d) 449, 451 (1940)) 
becomes applicable, i. e., that the 'judicial function is exhausted 
wffiere there is found to be a rational basis for the conclusions 
approved by the administrative body.’ ” Radtke Patents Corp. 
v. Coe, 74 App. D. C. 251, 255, 122 F. (2d) 937, 941 (1941), 
cert, den., 314 U. S. 695. 

A review of the evidence establishes very plainly that Smith 
has failed to sustain the burden of proof placed upon him of 
establishing that he reduced to practice the invention in issue 
prior to December 30, 1937. 

1 In this connection, the circumstance that the court below erroneously 
termed this finding a conclusion of law rather than a finding of fact is not 
significant. Minnesota Minin*/ d Mfg. Co. v. Van Clccf, 139 F. (2d) 550 
(C. C. A. 7,1943). 
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Robert A. Smith is the inventor and unless his testimony is 
fully and adequately corroborated it can be accorded little, if 
any, consideration in determining whether he has proved re¬ 
duction to practice; nor may his testimony be relied upon t<) 
supply the deficiencies or to fill the gaps in the testimony of hi$ 
witnesses. Miessner v. Hoschke, 76 App. D. C. 343,131 F. (2d) 
S65 (1942); Crane v. Carlson, 125 F. (2d) 709 (C. C. P. A.j 
1942); Brydlev. Honigbaum, 54 F. (2d) 147 (C. C. P. A., 1931)., 

In two carefully considered and exhaustive opinions (App.) 
the Patent Office held that Smith had failed to prove success¬ 
ful reduction to practice primarily because he did not present 
sufficient evidence that polarizing structures embodying the in¬ 
vention in issue were adequately and sufficiently tested under 
actual working conditions so as to establish their utility. In 
an effort to remedy these deficiencies, Chubb and Smith testi¬ 
fied in the District Court, supplementing their testimony before! 
the Patent Office, and one documentary exhibit (Plffs.’ Exh. Xo.i 
7, Smith’s App. 87) consisting of page 67 of one of Chubb’s! 
notebooks was introduced in the court below although it had not 
been presented for the consideration of the Patent Office. But 
for the most part the testimony of Chubb and Smith in the 
court below is not materially different from that presented be¬ 
fore the Patent Office. 

Assuming, arguendo, that the five-ply laminations about 
which Chubb and Smith testified (Smith’s App. 69-79) did 
embody the invention in issue as claimed by Smith (Smith’s i 
Br. 10-12), Smith has failed to prove prior reduction to prac¬ 
tice since these laminations were not adequately tested. Smith 
testified (Smith’s App. 77, Q. 14) that in 1936 and 1937 he and j 
Chubb “were working exclusively on the problem of eliminat¬ 
ing headlight glare” and that in the solution of that problem 
the laminations in question were used in a two fold fashion, 
viz, as a film over the headlight and as a visor or part of the 
windshield (Smith’s App. 77, Q. 15; 78, Qs. 18,20). It appears 
that the laminations were used in conjunction with each other 
in these two uses and not separately since, as testified by Smith, 
“The optical crossing of the film through which one observed, j 
crossed against the polarizing film on the headlight projecting 
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the light against you was, of course, to effectively blank out the 
glare from the opposing headlights so that you could see with 
your own” (Smith’s App. 77, Q. 15). (This is the only state¬ 
ment which may be found in all of appellants’ evidence as to 
the nature of the “road tests” allegedly carried out with the 
polarizing structures in question.) But used in this double 
fashion the laminations were of no use in eliminating headlight 
glare since Chubb and Smith both testified that the polarizer 
would be injured after a short period when placed near the heat 
of the headlight (Smith’s App. 72, Q. 34; 78, Q. 21). 

Even if the five-ply laminations could be used separately as 
visors, i. e., viewing devices, or as parts of the windshield with¬ 
out the laminations over the headlights, there is a complete 
absence of proof that they were adequately and sufficiently 
tested for their intended use of eliminating headlight glare. 
Chubb testified that he analyzed the light polarized by the 
laminations with another screen (Smith’s App. 72, Q. 39); that 
when the lamination was used as a viewing device “nothing 
whatever” happened (Smith’s App. 72. Q. 35) and that the 
lamination of the adhesive layers to the polarizing film and 
of the hard acetate layers to the adhesive layers did not “af¬ 
fect the polarizing properties of the film” (Smith’s App. 72, 
Qs. 36-37). This is the extent of appellants’ evidence on 
the testing of the laminations with other screens for their 
“exclusive” purpose of eliminating headlight glare, and 
yet it is on this evidence that Smith chiefly relies for his claim 
of reduction to practice beyond a reasonable doubt (Smith’s 
Br. 12). It is plain that this type of testing is inadequate to 
determine the effect and practical utility of a lamination having 
a polarizing portion “merging with decreasing polarizing effect 
into the surrounding non-polarizing area” as required by the 
count in issue. Such tests w*ere held to be inadequate by the 
Board of Interference Examiners in their decision upon Smith’s 
petition for reconsideration (App. 35). And Smith’s own 
conduct in allegedly carrying out road tests supports the posi¬ 
tion taken by the Patent Office since this indicates that Smith 
realized that the laboratory testing of the laminations by an¬ 
other polarizing screen was inadequate to determine their utility 
for their intended use of eliminating headlight glare. 
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Furthermore, it should be observed that although Chubb apd 
Smith testified that the polarizing properties of the film were 
not injured by incorporating it into a lamination, satisfactory 
evidence is lacking as to the effect of the lamination on the 
optical properties of the film or as to the optical properties of 
the lamination as a whole, since the only testimony, itself in¬ 
trinsically weak, on this point was presented by the inventor, 
Smith, without any corroboration (Smith’s App. 57, Qs. 131- 
133). Moreover, it seems that the chief purpose of a structure 
having a gradually decreasing polarizing effect as required in 
the count in issue is to avoid abrupt changes in optical prop¬ 
erties and thus to eliminate undesirable physiological effects 
(App. 23). Yet Smith has not adduced any evidence whatso¬ 
ever that the laminations were successful in achieving this 
purpose. 

Smith relies on alleged “road tests” of the laminations as 
well as laboratory tests with polarizing screens to prove reduc¬ 
tion to practice. But his proof as to the road tests is of little 
or no probative value. Chubb and Smith testified that the 
laminations were subjected to road tests from April 1936 to 
December 1937 (Smith’s App. 72, Qs. 40-41; 78, Q. 18). 
Chubb’s testimony as to the road tests is clearly inadequate for 
he failed to describe the nature of these tests, the conditions 
under which they were carried out and, above all, the results 
which were achieved. Indeed, Chubb’s testimony is merely to 
the effect that “road tests” were carried out during the period 
in question (Smith’s App. 72. Qs. 40-41). Smith sought to 
describe the road tests more fully (Smith’s App. 77, Q. 15; 78, 
Q. 18) but his testimony was to the effect that the laminations 
were used in a joint fashion, viz., over the headlights and in 
the windshield, and we have seen that they would be unsuc¬ 
cessful if used in that way (supra, p. S). Even if the lamina¬ 
tions could be used separately as visors or in the windshield, 
Smith failed to testify that road tests w T ere carried out using 
the laminations in this fashion. If it be contended that Smith’s 
testimony does indicate that such tests were carried out, there 
is absolutely no evidence as to the nature or conditions of such 
tests or as to the results achieved. It should be pointed out, 
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moreover, and this was emphasized by the Patent Office 
(App. 29), that despite the many and detailed records produced 
by Smith and Chubb on other aspects of the case, there is not 
a single item of documentary" evidence of successful road test¬ 
ing of the laminations. This is all the more surprising since 
the tests were allegedly carried out over a period of more than 
twenty months (Smith’s App. 72, Q. 41). 

Smith contends that the laminations were tested sufficiently 
to establish reduction to practice as early as April 27, 1936 
(Smith’s Br. 12). Yet it was not until more than four years 
thereafter that Smith filed his application for a patent and 
there has been no attempt to explain the delay. There are 
many authorities holding that long and unexplained delay fol¬ 
lowing the test of an invention is inconsistent with a claim that 
it was successful. Minnesota Mining & Mfg. Co. v. Van Cleej, 
139 F. (2d) 550 (C. C. A. 7,1943); Abbott v. Shepherd, 77 App. 
D. C. 101. 135 F. (2d) 769 (1943); Van Cleej v. Tierney, 118 
F. (2d) 911 (C. C. P. A.. 1941); Globe-Union, Inc., v. Chicago 
Telephone Supply Co., 103 F. (2d) 723 (C. C. A. 7, 1939); 
Sundberg v. Schmitt, 5S App. D. C. 292, 29 F. (2d) SSO (1928). 

In Van Cleej v. Tierney, supra, the invention was a type of 
adhesive tape and the Patent Office found that the junior party 
to the interference who had filed his application after the issu¬ 
ance of a patent to the senior party had proved prior conception 
and reduction to practice. Its finding on reduction to practice 
was based upon an adhesion test made by the junior party some 
three years before he had applied for a patent. The junior 
party argued, as does Smith here, that the invention was so 
simple that the mere making of the article was sufficient. The 
court reversed the Patent Office and awarded priority of in¬ 
vention to the senior party on the ground that his opponent 
had failed to prove prior reduction to practice beyond a reason¬ 
able doubt. The court stated in words which are just as appli¬ 
cable here: “A circumstance which, in our opinion (when con¬ 
sidered in connection with the testimony), weighs heavily 
against appellee and strongly indicates that his was an aban¬ 
doned experiment is the long delay in filing the application for 
patent coupled with the fact that it was not filed until after 
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Tierney [the junior party] had examined Van Cleef’s patent’ , 
(p. 915). 

We have assumed in the foregoing that the laminations relied 
upon by Smith constituted an embodiment of the invention in 
issue and have shown that there was no reduction to practice 
because the laminations were not adequately tested in their 
intended applications. We believe, however, that Smith’s proof 
fails to establish that the laminations do embody the invention 
in issue. On this question the experts of the Patent Office had 
before them in the interference proceeding all the physical ex¬ 
hibits and almost all the testimony that were presented to the 
court below. After a painstaking analysis they were of the 
opinion that the laminations did not embody the invention in 
issue because, among other things. Smith had not established 
that the zone of merger from polarizing to nonpolarizing effect 
was wide enough to be of any utility (App. 26, 35). While the 
court below was not called upon to and did not make any find¬ 
ing on the specific question whether the laminations relied upon 
by Smith embodied the invention, it did find that Smith had 
failed to prove prior reduction to practice (Smith's App. 18-19). 
It would serve no useful purpose to review here the evidence so 
thoroughly examined by the Patent Office, since its two de¬ 
cisions (App.) clearly set forth the respects in which the 
laminations failed to constitute an embodiment of the inven¬ 
tion. I 

For the reason, therefore, that the laminations were not 
adequately tested in their intended applications, and because 
they did not constitute an embodiment of the invention in 
issue. Smith has failed to sustain his heavy burden of proving 
prior reduction to practice. Indeed, if his burden were not so 
great, it is apparent that Smith’s proof would still be inade-- 
quate. And it is very plain that the District Court was not 
wrong, much less clearly wrong, in finding that Smith did not 
prove prior reduction to practice. 
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II. Sauer is entitled to have December 31, 1936, considered 
as his date of conception and reduction to practice because 
Sauer’s assignee or representative at that time filed an ap¬ 
plication in Germany for a Gebrauchsmuster for the inven¬ 
tion in issue 

In his Oath and Preliminary Statement (Plffs/ Exh. 1; 
App. 32) Sauer referred to the filing in Germany on December 
31,1936 of an application for a Gebrauchsmuster for the inven¬ 
tion in issue and a certified copy and translation were filed in 
Interference No. 7S.603 (App. 32). Both the Patent Office and 
the District Court felt it unnecessary to pass on the question 
whether the filing of the application for a Gebrauchsmuster en¬ 
titled Sauer to rely on that date for priority under R. S. 4887 
since they properly found that Smith had not proved reduc¬ 
tion to practice before December 30, 1937, the date of Sauer’s 
domestic filing. The filing date of the application for the 
Gebrauchsmuster is material only if this court should find that 
Smith reduced the invention in issue to practice in 1937 but not 
in 1936. In this event, we believe that Sauer would still be 
the prior inventor because he is entitled to rely on the date of 
the filing of the application for the Gebrauchsmuster for his 
date of conception and reduction to practice. The Patent Office 
found (App. 32) that the application for the Gebrauchsmuster 
disclosed the invention in issue and Smith does not contest this. 
He now contends, however (Smith’s Br. 21-23), that a 
Gebrauchsmuster is not a patent and that hence the filing of 
an application for a Gebrauchsmuster does not entitle Sauer 
to the priority benefits of R. S. 4SS7. 

In discussing the nature of a Gebrauchsmuster or utility 
model an eminent authority states: “The subject-matter, how¬ 
ever, of a utility model, as well as the nature of the right granted 
to an inventor of such a model, is similar to the subject-matter 
and the nature of a patent right. * * * In substance, there¬ 
fore, utility models are inventions. Instead of a patent, how¬ 
ever, a certificate of registration is granted to the inventor of 
such a model. On the contrary, in all other countries but the 
above three [Germany, Poland, and Japan] these same inven¬ 
tions are considered patentable inventions and a patent is 
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granted to the inventor thereof” (Ladas, Stephen P., Interna¬ 
tional Protection of Industrial Property [II Harvard Studies 
in International Law (1930) Sec. 304]). And in considering the 
point here at issue, Ladas states that applications for 
Gebrauchsmusters have been given effect by the United States 
Patent Office for the purposes of priority under R. S. 4887 alid 
that this is a desirable result (id. at Sec. 313). Glascock and 
Stringham in their treatise on patents (Patent Law, 1943) agree 
with Ladas that applications for Gebrauchsmusters afford pri¬ 
ority under R. S. 4887 (Sec. 1786). Added support for the 
view that Gebrauchsmusters are very much in the nature of pat¬ 
ents is found in Article 4 (c) of the International Convention 
for the Protection of Industrial Property as modified by the 
Conference in Washington in 1911, which provides that the 
periods of priority should be twelve months for patents and 
utility models and only four months for industrial designs and 
trade-marks (Ladas, op. cit. supra, Sec. 314). i 

While there is no unanimity in the courts on the question 
whether Gebrauchsmusters are patents within the provisions 
of R. S. 4887 (Compare Safety Gas Lighter Co. v. Fischer Bros, 
and Corwin , 236 Fed. 955 (D. C. N. J. 1916), aff’d., 247 Fed. 1005 
(C. C. A. 3, 1918) and Permutit Co. v. Graver Corporation, 3^ 
F. (2d) 385 (N. D. Ill. 1930), aff’d,, 43 F. (2d) 898 (C. C. A. 7, 
1930) holding that Gebrauchsmusters are patents, with Per¬ 
mutit Co. v. Wadham, 15 F. (2d) 20 (C. C. A. 6, 1926) holding 
that they are not), we believe the better view is that Gel> 
rauchsmusters are patents since, as pointed out by Ladas, the 
degree of invention necessary for a Gebrauchsmuster would be 
sufficient for the issuance of a patent in this country (Ladas* 
op. cit., supra, Sec. 304). Moreover, it should be recognizee] 
that it is the mere filing of the application in the foreign country 
rather than the issuance of a patent in that country (no patent 
at all may issue in the foreign country) that gives priority rights 
under R. S. 4887. If the courts in this country were to hold 
that the filing of an application for a Gebrauchsmuster will not 
give an inventor the priority benefits of R. S. 4887, he will be 
able to secure them by simply filing an application for a patent 
in the foreign country along with an application for a Geb- 

617104—45-3 i 


I 

i 





14 


rauchsmuster. Important questions of substantive rights 
should not thus be made to turn upon inconsequental formal¬ 
ities. It should be sufficient for the purposes of R. S. 4887 2 
that the foreign application fully discloses the invention and 
that the invention is such that this country is willing to grant 
a patent therefor. These conditions are met in the present case. 

Grasselli Chemical Company v. National Aniline & Chem¬ 
ical Company, 26 F. (2d) 305 (C. C. A. 2. 192$), referred to on 
page 21 of Smith’s brief, is no bar to awarding Sauer the filing 
date of the application for the Gebrauchsmuster as his date 
of conception and reduction to practice. The Grasselli case 
simply decided that the foreign filing could not be used because 
the evidence did not establish that the foreign application 
was filed on behalf of the persons who filed application for 
letters patent in this country. There the foreign applicant 
was the employer of the applicants in this country. But here 
the application for the Gebrauchsmuster was filed by Zeiss 
Ikon Aktiengesellschaft which is the assignee of Sauer’s appli¬ 
cation in this country (Smith’s App. 6, par. 14), and since 
exactly the same invention is involved in both the foreign and 
domestic applications, it is entirely reasonable to infer that 
Zeiss was acting as Sauer’s assignee or representative in Ger¬ 
many in filing the application for the Gebrauchsmuster. No 

1 Smith has misunderstood the legislative history of R. S. 4S87 in relation 
to the International Convention for the Protection of Industrial Property of 
Paris of March 20,1S83, as modified by the Convention of Brussels of Decem¬ 
ber 14, 1900 (Smith's Br. 22, 23). The Brussels Convention contained no 
reference to Gebrauchsmusters. In amending R. S. 4SS7 in 1903, Congress did 
not have before it the provisions of a Convention which gave priority to appli¬ 
cations for Gebrauchsmusters and, hence, no significance can be attached to 
the failure of Congress specifically to provide for Gebrauchsmusters in the 
statute. It was not until the Conference in Washington in 1911, eight years 
after the amendment of R. S. 4SS7, that applications for Gebrauchsmusters 
were included in the International Convention along with applications for 
patents for purposes of priority. See Ladas. oj>. rit., supra, Sec. 313. The 
failure to amend R. S. 48S7 after 1911 specifically to mention Gebrauchsmus¬ 
ters is of no significance since the statute was already sufficiently embracive 
to include these. As early as 1900 it was held that the term “patent" in R. S. 
4SS7 was not limited to the types of monopoly created by domestic law, but 
included those created by foreign Jurisdictions even though the latter were 
not nearly as broad as an American patent. Atlas Glax* Co. v. Svmond* Mfg. 
Co., 102 Fed. 643 (C. C. A. 3,1900), cert, den., 179U. S. 6S4 (Danish “eneret"). 
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contrary evidence has been presented. (See Glascock and 
Stringham, op. cit., supra, Sec. 1785, where it is stated that 
evidence such as that presented in this case as to the relation¬ 
ship of Zeiss and Sauer would be held to be sufficient to entitle 
Sauer to the filing date of Gebrauchsmuster.) In the Grasselti 
case the court stated that an assignee of a patent would be en¬ 
titled under R. S. 4887 to the foreign filing date of its assignor 
(26 F. (2d) 305, 309). And in National Metallurgic Co. v. 
Whitman, 35 App. D. C. 420 (1910) and De Jahn v. Gaus, of 
App. D. C. 341, 23 F. (2d) 762 (1927) this court held that the 
inventor who filed an application for a patent in this country 
was entitled for purposes of priority under R. S. 4S87 to the 
date of the filing of a foreign application for the same invention 
by his assignee or representative. 

i 

III. Smith is barred from raising the question of the inopera* 
tiveness of Sauer’s disclosure since he failed to move to 
dissolve the interference in accordance with Patent Office 
Rules 122 and 130 

The court below, over Sauer’s seasonable objections (Smith's 
App. 79, Tr. 14-19), admitted evidence submitted by Smith 
purporting to show that Sauer’s disclosure was inoperative. 4 
The court found, however, that Smith had failed to prove that 
Sauer’s disclosure was inoperative (Smith’s App. 19). Whiles 
as will be shown below, the trial court’s finding in favor of 
Sauer on the merits of the question of inoperativeness was cor-J 
rect, evidence on this question should not have been admitted 
and plaintiff is barred from raising the issue on this appeal. 

Pursuant to the rule-making power delegated to the Commis¬ 
sioner of Patents and the Secretary of Commerce (R. S. §§ 481, 1 
4S3, 32 Stat. 830, 35 U. S. C. § 6, Br. 2), Rules 122 and 130 
of the Rules of Practice in the United States Patent Office 
(Br. 2), have been issued and these rules have the force and 
effect of law. Fish v. Dyson, 55 App. D. C. 209, 4 F. (2d) 175! 
(1925); Brydle v. Honigbaum, 54 F. (2d) 147 (C. C. P. A. 
1931); Geophysical Development Corporation v. Coe, 78 App. 

* By the phrase “operativeness of disclosure” is meant operativeness of the 
specification as well as its sufficiency as evidence of conception and as a 
constructive reduction to practice. 


I 



16 


D. C. 39,136 F. (2d) 275 (1943), cert, den., 320 U. S. 760. Rule 
130 states in unmistakable terms that a party may not raise 
the question of the non-patentability of his opponent’s claim as 
a basis for decision upon priority of invention unless he has first 
prosecuted a motion under Rule 122 for dissolution of the inter¬ 
ference or shows good reason why such a motion was not made. 
Smith did not move to dissolve the interference in accordance 
with Rules 130 and 122; nor did he show good reason why such 
a motion was not presented and prosecuted (App. 31, 36, 37). 
After the declaration of Interference No. 78,603, the predecessor 
of Interference No. 79.902 from which the present suit arises, a 
motion period was set. If Smith wished to question the opera¬ 
tiveness of Sauer’s disclosure, he should have done so during 
that motion period when the matter could be given full con¬ 
sideration by the Primary Examiner whose duty it was to hear 
and decide such motions and who was specially skilled in the 
art to which this invention relates. A new' motion period w'as 
not set when Interference No. 79,902 was declared since this in¬ 
terference was between the same parties as in the earlier inter¬ 
ference, the same invention was in issue, and Smith had had 
time to move to dissolve under Rules 130 and 122 in the mo¬ 
tion period previously established. Smith did not request 
the Patent Office to establish a motion period in connection 
with the later interference and the Board of Interference Ex¬ 
aminers refused to consider evidence on the question of the 
operativeness of Sauer’s disclosure, holding that Smith had 
failed to comply with Rules 130 and 122 (App. 31, 36, 37). 

This court, as well as other courts, has uniformly held that 
it would not consider the question of the inoperativeness of a 
disclosure unless the party seeking to establish it had properly 
moved to dissolve the interference in the Patent Office in ac¬ 
cordance with Rules 130 and 122. White v. Wege, 44 App. D. C. 
495 (1916); Harvey v. Short, 55 App. D. C. 199, 4 F. (2d) 165 
(1925); Rocke v. Bogdarwfi, 56 App. D. C. 140, 10 F. (2d) 1005 
(1926); Isom v. Dubbs, 5S App. D. C. 25, 24 F. (2d) 467 (1928); 
Ireland v. Smith, 97 F. (2d) 95 (C. C. P. A., 193S); Crane v. 
Carlson, 125 F. (2d) 709 (C. C. P. A. 1942). The ruling of 
these cases is highly necessary to a proper administration of 
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the patent laws and for an orderly disposition of interference 
cases both in the Patent Office and the courts. A party to an 
interference should not be entitled to urge before the Patent 
Office one ground as a basis for priority of invention, e. g., pri¬ 
ority of reduction to practice, and failing there, to urge before 
the courts in an R. S. 4915 or R. S. 4911 proceeding an entirely 
different ground, e. g., the inoperativeness of his opponent’s dis¬ 
closure. It is plain, therefore, that Smith may not urge this 
court to consider the question of the operativeness of Sauer’s 
disclosure and its operativeness must be deemed to be estab¬ 
lished. 

i 

Smith does not contend that he has complied with Rules 130 
and 122 but he argues that he is entitled to have this court 
consider whether Sauer’s disclosure is operative on the ground 
that this question is “ancillary” to that of priority of invention 
and because an R. S. 4915 proceeding is a de novo trial (Smith’s 
Br. 15). The cases of Hoover Co. v. Coe ( — App. D. C. —, 144 
F. (2d) 514 [1944], cert, granted, 65 S. Ct. 121, 89 L. E. 64), 
and Radtke Patents Corp. v. Coe (74 App. D. C. 251, 122 FL 
(2d) 937 [1941], cert. den. r 314 U. S. 695) are also relied upon 
(Smith’s Br. 15). 

But these are not adequate grounds for removing the bar 
raised by the failure to comply with Patent Office Rules 130 
and 122. If by his argument that the question of operativeness 
of Sauer’s disclosure is ancillary to that of priority Smith seek3 
to establish that this question may be raised even though no 
motion to dissolve the interference had been made in accord^ 
ance with Rules 130 and 122, the cases of Kollsman v. Car 
bonara, 24 C. C. P. A. 1149. 88 F. (2d) 966 (1937) and Creed 
et al. v. Potts, 25 C. C. P. A. 1084, 96 F. (2d) 317 (1938), cited 
by Smith in support of his argument (Smith’s Br. 15) are com¬ 
pletely beside the point. For in each of these cases a motion 
to dissolve was made in the Patent Office in accordance with 
Rules 130 and 122. Even assuming, arguendo, that the ques¬ 
tion of operativeness is ancillary to that of priority (Cf. R. S.j 
4904, 35 U. S. C., Sec. 52; 2 Walker, op. cit., supra, Sec. 210), 
this does not at all mean that Smith may properly ask this court 
to decide the question without having complied with Rules 130 
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and 122, and the overwhelming weight of authority is that he 
may not (see cases cited supra, p. 16). 

Nor is it sufficient answer that a proceeding under Section 
4915 of the Revised Statutes is a proceeding de novo rather 
than a technical appeal from the Patent Office like that au¬ 
thorized in R. S. 4911. This is old and familiar doctrine but 
we have seen that it has been uniformly held that the failure 
to raise the issue of inoperativeness by motion to dissolve an 
interference properly prosecuted in the Patent Office will estop 
a party from raising the issue in an R. S. 4915 suit. If Smith’s 
contention that he may raise the issue of inoperativeness de¬ 
spite his failure to comply with Rules 130 and 122 is to prevail, 
these rules will be largely nullified and the long established pro¬ 
cedure of the Patent Office in interference cases will be negated. 

Hoover Company v. Coe and Radtke Patents Corp. v. Coe 
relied upon by Smith to buttress his argument (Smith’s Br. 
15) give him no support. The Hoover case merely decided that 
this court would not entertain an appeal from a decision up¬ 
holding the Patent Office in refusing to take certain steps pre¬ 
liminary to declaring an interference. In the Radtke case this 
court decided that it would examine the question of patentabil¬ 
ity of the invention claimed by all the parties to an interference 
to see whether there was a sufficient advance over the prior art 
to constitute necessary patentable originality. This is very dif¬ 
ferent from the question which Smith wishes this court to con¬ 
sider, namely, whether Sauer has adequately disclosed a method 
of reducing to practice what Smith admits is a patentable in¬ 
vention. Smith would be the last one to claim that the in¬ 
vention in issue is not of patentable originality since he is seek¬ 
ing a patent for that very invention. Radtke Patents Corp. v. 
Coe is, as was explicitly recognized by this court in the Hoover 
case, a logical continuation of the doctrine of Hill v. Wooster 
132 U. S. 693 (1890), and neither the Hill case nor the Radtke 
case intended to throw interference suits under R. S. 4915 open 
to all the defenses and issues which can be raised in infringe¬ 
ment actions. Yet this is the result to which Smith’s position 
leads. 
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Geophysical Development Corporation v. Coe (78 App. D, C. 
39,136 F. (2d) 275 [1943], cert. den. 320 U. S. 760), decided by 
this court after Radtke Patents Corp v. Coe, supra, is closely 
analogous to the case at bar even though that case did not arise 
as an R. S. 4915 suit but as a suit for an injunction to compel 
the Commissioner of Patents to permit the filing of interroga¬ 
tories and the taking of testimony in an interference proceeding. 
There the applicant for a patent urged that it was entitled to 
raise the question of its opponent’s right to make the claims of 
a reissue application, in interference with its application, on the 
ground that this was ancillary to the question of priority. T^he 
rules of the Patent Office barred inquiry into this question, ex¬ 
cept on the records already before the office, until the issue of 
priority was decided. This court upheld the trial court’s re¬ 
fusal to grant the injunction on the ground that the rules of 
the Patent Office forbade inquiry into the question plaintiff was 
seeking to raise. 

So, too, in the instant case, where Smith’s failure to comply 
with Rules 130 and 122 forbids inquiry into the operativeness 
of Sauer’s disclosure, this court should refuse to consider the 
question. 

IV. Even if the question of the operativeness of Sauer’s dis¬ 
closure is properly before this court, the District Court did 

not err in deciding that the disclosure was operative 

The question of the operativeness of Sauer’s disclosure was 
raised by the Commissioner of Patents (Plffs’. Exh. 1) but was 
decided in favor of Sauer and a patent was issued (Smith’s 
App. 84-86). The patent is presumed to be valid and since 
it was issued before the filing of Smith’s application (Smith’s 
Br. 2). Smith has the burden of proving that the disclosure is 
inoperative. This burden is, as we have seen (Point I, supra) 
a heavy one and the court below found that Smith had failed 
to sustain it. The question of operativeness as well as that of 
reduction to practice is one of fact and, therefore, Smith must 
convince this court that the court below was clearly wrong in 
deciding that he had failed to prove the Sauer patent inopera¬ 
tive. It should be pointed out at the outset that Smith’s chief 
witness on the question of inoperativeness, Robert P. Blake, is 
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a long-time employee of Polaroid Corporation, one of the ap¬ 
pellants (Smith’s Br. 4). Blake is not a disinterested or un¬ 
biased witness and his testimony would not of itself sustain 
Smith’s burden of proof or justify setting aside the finding of 
the District Court. 

Smith urges that the method Sauer proposes to use for ob¬ 
taining a gradually decreasing polarizing effect in his polarizing 
structure as required in the count will yield instead an opaque 
effect and for this reason contends that Sauers disclosure is 
inoperative (Smith’s Br. 17-18). But this is far from true. 
Sauer proposes to produce a gradually diminishing polarizing 
effect in his structure by means of a non-uniform dispersion of 
his polarizing material. His specification points out that “if 
desired the crystallinic particles adjacent the marginal portions 
of the layers may be gradually scattered and arranged irregu¬ 
larly oriented’’ (Smith’s App. 86, col. 2, lines 19-21). Obvi¬ 
ously, where the crystalline material is most densely applied 
and most regularly oriented the polarizing effect will be greatest. 
In those areas where the orientation is not as regular and where 
the crystals are more widely dispersed or scattered the polar¬ 
izing effect will be correspondingly diminished. It is not true 
that mere disorientation produces opaqueness as contended by 
Smith (Smith's Br. 17, 18). This phenomenon results only 
where in addition to disorientation the concentration of crystals 
is so heavy that the irregular arrangement results in a very 
great overlapping of the crystals with their axes at right angles. 
In such a case the arrangement of the crystals may be the 
equivalent of two superimposed filters, the axes of polarization 
of which are diametrically opposite, as testified by Blake. But 
this is not the arrangement disclosed in Sauer’s specification; 
on the contrary, the specification calls for a gradual scattering 
of the crystals, i. e., a reduction per unit area in the number 
of crystals, around the margins of the filter. And there is no 
testimony that such a disposition of the crystals will not pro¬ 
duce the result desired. Indeed, Blake himself testified that 
opacity is not a necessary result of disorientation when he 
stated that “* * * the amount of light transmitted will 

depend on the degree of disorientation or random position of 
the crystals themselves” (Smith’s App. 82, Q. 29). 
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Smith argues further that Sauer’s specification discloses nc 
method for achieving the gradual scatter and disorientation of 
the polarizing crystals. However, it is well knowm that the 
concentration of the crystalline material on the surface of ^ 
glass sheet or other carrier can be readily controlled. If applied 
in a suspension, the crystalline material may be either com 
centrated or diluted to suit the needs of the experimenter.! 
Smith has not proved that one skilled in the art could not 
produce the requisite gradual scatter and disorientation of 
the crystals and it is not necessary that Sauer’s specification: 
disclose this. (See the Telephone Cases , 126 U. S. 1, 535-i 
536 [1888].) 

In addition to Blake’s testimony on opacity, Smith relies 
on his testimony to show that the application of heat to a polar¬ 
izer would not secure a gradual scattering or disorientation o£ 
the crystals but would render the crystals non-polarizing; 
(Smith’s Br. 19, 20). But Blake testified as to the effect of! 
heat on only one kind of crystal—iodosulphate of cinchonidine; 
(Smith’s App. 80, Q. 8)—suspended in only four types of; 
carriers—vinyl acetal, cellulose nitrate, cellulose acetate and 
vinyl acetate (Smith’s App. 80, 81). He presented no proof 
that there were no other types of crystals and carriers. And 
even if his generalization were correct that this one crystal and 
these four carriers were the only ones in “commercial” use in De¬ 
cember 1937 (Smith’s App. 81, Q. 22), his testimony is of little! 
probative value on the issue of the operativeness of Sauer’s; 
disclosure since Sauer is not limited to crystals and carriers in 
“commercial” use and may rely on all those known in the art. i 
Indeed, Blake himself recognized that in addition to the one 
crystal and the four carriers which he mentioned, there were 
“special crystalline types” (Smith’s App. 81, Q. 22) in use in 
December of 1937. Nowhere did he indicate that the result 
of gradual scatter and disorientation could not be achieved by 
the application of heat to one of these “special” types. 

It is submitted that Smith has failed to sustain his burden 

l 

of proving that Sauer’s disclosure was inoperative and the find¬ 
ing of the court below in favor of Sauer on this issue should not! 

i 

be set aside. \ 
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CONCLUSION 

The judgment of the court below awarding priority of in¬ 
vention to Sauer should be sustained because: 

1. Smith has not established that the court below was wrong, 
much less clearly wrong, in holding that he had failed to prove 
reduction to practice prior to the earliest date available to 
Sauer. 

2. Smith is barred from urging that Sauer’s disclosure is in¬ 
operative or that it is insufficient either as evidence of concep¬ 
tion or as a constructive reduction to practice since he did not 
move to dissolve the interference in accordance with the rules 
of the Patent Office. 

3. Even if Smith is not barred from raising the issue, he has 
not established that the court below was wrong, much less 
clearly wrong, in holding that he had failed to prove that 
Sauer’s disclosure is inoperative or that it is insufficient either 
as evidence of conception or as a constructive reduction to 
practice. 

Respectfully submitted. 
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Paper No. 38. PIH:Mag:D. 

Final Hearing August 13, 1942. 

In the United States Patent Office 

i 

Before the Board of Interference Examiners 
Patent Interference No. 79,902 

i 

Smith v. Sauer 

POLARIZING STRUCTURES 

| 

Application of Robert A. Smith filed June 26, 1940, No. 
342,467. 

Patent granted Hans Sauer December 26,1939, No. 2,185,018, 
on application filed December 30, 1937, No. 182,497. 

Mr. Donald L. Brown for Smith. 

Mr. A. M. Holcombe and Mr. Bernard Wohlfert for Sauer. 

The invention here involved pertains to a polarizing struct 
ture which is particularly useful in automobile windshield^, 
A transparent foil is applied to one entire surface of a trans+ 
parent base such as glass, a part of said foil which is located 
within the outline of the base being adapted to polarize light. 
The polarizing portion merges with decreasing polarizing effect 
into the surrounding non-polarizing portion so that an abrupt 
change in optical properties is avoided and a variable polar¬ 
ization effect is provided. The single count in issue reads as 
follows: 

A polarizing structure comprising a base of trans¬ 
parent material, a foil of transparent material applied 
to one surface of said base and covering the entire areai 
of the same, a portion of said foil located within the out¬ 
line of the same being adapted to polarize light passing 
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therethrough, the polarizing portion of the foil merging 
with decreasing polarizing effect into the surrounding 
non-polarizing area of the foil. 

Sauer, the senior party, filed his application in this country 
December 30, 1937, and was granted a patent thereon Decem¬ 
ber 26. 1939. Smith filed his application June 26, 1940, and 
therefore has the burden of establishing priority of invention 
beyond a reasonable doubt. Walker v. Altorfer, 27 C. C. P. A. 
1130. 1940 C. D. 46S. 519 0. G. 1043. Ill F. (2d) 164, 45 U. S. 
P. Q. 317; Hollister and Wortman v. Maynard, 29 C. C. P. A. 
1249. 1942, C. D. —, 545 O. G. 3. 129 F. (2d) S77, 54 U. S. 
P. Q. 377. 

Only the party Smith took testimony and was represented 
at final hearing, but both parties filed briefs. 

Six witnesses testified on behalf of the junior party. Smith 
is normally occupied as owner of the firm of Smith and Serrell 
and was formerly president of Polarized Lights, Inc. Chubb, 
Jr., who will be referred to hereinafter merely as “Chubb,” is 
Smith’s son-in-law and is employed as a research physicist by 
Polaroid Corporation; he was formerly employed by Polarized 
Lights, Inc. Paggi works in the research laboratory of E. I. 
du Pont de Nemours and Company. Blake is a research engi¬ 
neer associated with Polaroid Corporation. Pine is office man¬ 
ager of Smith and Serrell and was formerly secretary and treas¬ 
urer of Polarized Lights, Inc. Brown is attorney for the party 
Smith and is patent counsel for Polaroid Corporation, assignee 
of the Smith application. 

In his preliminary statement the party Smith alleged first 
written description and first explanation of the invention to 
others in March, 1932. A document introduced in evidence 
as Smith Exhibit IS bears the notation “This memo written 
3/15/32.” At the lower part of this document appear the 
name of Smith over a date of “3/15/32,” the name of “John J. 
Serrell” preceding a date of “3/15/32” and under a notation, 
“Explained and witnessed,” and the name of Pine preceding 
a date of “3/25/32” and under a notation, “Explained and wit¬ 
nessed.” Smith Exhibit IS was identified by Smith and Pine 
and the signature of Serrell, now deceased, was identified by 
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the same witnesses. Chubb also identified Smith Exhibit 18, 
but could not positively state that he saw it at “any date priof 
to some time in February, 193S” (Smith record, p. 30, Q. 229);. 
The disclosure on the memo of 3/15/32 is of “a headlight-^ 
mostly with polarizing screen—but with an unpolarized ap-- 
erture or patch, or partially unpolarized aperture or patch.” 
This description does not establish conception of the invention 
of the interference count, which requires the presence of both 
a base and a foil, the foil covering the entire area of the base;, 
the polarizing portion of the foil being located within the out¬ 
line of the base, and the polarizing portion “merging with de+ 
creasing polarizing effect into the surrounding non-polarizing 
area.” These details are not disclosed in Smith Exhibit 18; 
nor is there any evidence that they were included in the ex-| 
planation which Smith made to the attesting witnesses at the 
time they affixed their signatures to the document. 

Chubb is the principal corroborator of Smith and according 
to him at least as early as the first part of 1933 Smith disclosed 
headlights for automobiles in which only part of the area was 
polarizing and the remainder was non-polarizing or only par/ 
tially polarizing. The polarizing material was to be laminated 
between supporting elements (Smith record, pp. 10-11, Qs.| 
53-59). Chubb’s testimony does not serve to prove concep¬ 
tion of the invention in issue, for Chubb did not state that the 
disclosure by Smith included the details of the polarizing por¬ 
tion of the foil being located within the outline of the base and 
“merging with decreasing polarizing effect into the surround¬ 
ing non-polarizing area of the foil.” j 

Smith Exhibit 19 is a memorandum bearing the date of 
“3/12/36” at the top and signatures of Smith and Pine under i 
dates of “3/17/36” at the bottom. In so far as proof of con-i 
ception of the invention in issue is concerned, this document; 
is of the same order as and of no greater value than Smith 
Exhibit 18. The observations made above with respect to 
Smith Exhibit 18 are equally applicable to Smith Exhibit 19. 

Smith Exhibits 1 through 5, 12, 24, and 25, bearing dates 
from March 12, 1936 through April 10, 1936, and the testi- j 
mony relating thereto may all be considered together. It is j 
apparently this portion of the junior party’s record which fur- 
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nished the basis for Smith’s allegation in his preliminary 
statement that he first made drawings and reduced the inven¬ 
tion to practice in March, 1936. The evidence of activity dur- 
ing the period from March 12, 1936 through April 10, 1936 
relates to the problem of encasing or laminating polarizing film 
with plastic materials. One of the solutions which was pro¬ 
posed and tested was use of a plastic material larger in area 
than the polarizing film so that the edges of the finished article 
would be sealed. However, there is no evidence that there 
was any proposal or any attempt at that time to produce a 
structure wherein the polarizing portion of the foil merged 
‘‘with decreasing polarizing effect into the surrounding non¬ 
polarizing area of the foil.” It may be noted at this point that 
the existence of Smith Exhibits 24 and 25 on the dates given 
thereon is not corroborated, for only Smith identified these 
documents. 

The party Smith, on page S of his brief, applies the terms of 
interference count to the work which was performed in March 
of 1936 and gives special consideration to that limitation which 
requires that the polarizing portion should merge “with de¬ 
creasing polarizing effect into the surrounding non-polarizing 
area.” Smith points out, “The area of decreasing polarizing 
effect is nowhere defined in the count. It may be wide, or ex¬ 
ceedingly narrow. In the latter case the structures already 
described would appear to meet the count.” In the first place, 
an “exceedingly narrow” area of decreasing polarizing effect 
would not have any utility and therefore would not respond 
to the ordinary meaning of the terms in the interference count. 
In the second place, there is no evidence that there was any 
concept of or attempt to produce a structure having an “ex¬ 
ceedingly narrow” area of decreasing polarizing effect in March 
of 1936. nor is there any proof that such a structure was made 
at that time. 

Smith Exhibit 9 is a document dated “4/13/36” and bears 
the names of Smith and Chubb over the same date. This ex¬ 
hibit was identified by both Smith and Chubb, who related 
the incidents leading up to its preparation. The document 
discloses a visor with a greater degree of polarization at the 
upper left hand corner than at the lower right hand corner and 
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suggests that this result may be achieved by superimposing 
sheets of polarizing material or by providing a polarizing sheet 
of tapered thickness. Smith Exhibit 9 does not disclose any} 
non-polarizing area, but Chubb testified that he and Smith 
discussed the use of such a variable polarizing structure as a 
visor and also incorporated in the plastice adhesive layer in a 
windshield in the manner shown in Smith Exhibit 1 (Smith 
record, p. 25, Q. 1S1). This testimony by Chubb corroborates 
similar testimony by Smith (Smith record, p. 69, Q. 74). The! 
substance of the discussion between Smith and Chubb on April 
13, 1936, is substantiated by a memorandum dated “4/29/36,”! 
signed and identified by Smith, and witnessed and identified by ( 
Pine (Smith Exhibit 20). This evidence is considered to es¬ 
tablish conception of the invention in issue on April 13, 1936.; 

Smith Exhibit 11 was identified by Chubb as a page from 
his notebook which was written by him on April 13, 1936. 
This document suggests a method of producing a film of vary¬ 
ing polarizing properties, but there is no evidence that this; 
suggestion was actually followed on April 13, 1936. 

Chubb identified Smith Exhibit 14, bearing the date of! 
“4-17-36” at the top as a written description of the manu¬ 
facture of polarizing film of varying thickness. Chubb stated 
that this document refers to sheeting made by him or under 
his direction (Smith record, p. 27, Qs. 201-205). This ex¬ 
hibit notes that sheeting which was made varied “in thickness 
from 0.00175" to 0.0030" —, mostly 0.00225" — ”. The party! 
Smith relies upon this evidence, and also upon other evidence 
which will be discussed hereinafter, as proof of reduction to j 
practice at least as early as April 1936. However, the pic-; 
ture presented by Smith Exhibit 14 is not one of a successful 
production of a polarizing film of tapered thickness. The in¬ 
complete sentence at the top of Smith Exhibit 14 ends, “altho i 
still far from perfect.” The entry then continues, “Altho the 
nickel jaws were previously stoned smooth, jaw marks still 
are apparent in the thin sheets. Also the 'dimpled’ surface I 
is still evident. It was decided that the air blast arrangement 
was partly responsible for the latter and to make further 
changes in it * * *. Bronziness evident; about as bad as 

3-31-36.” There was no attempt to explain these critical 
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statements, which would indicate that the attempt to produce 
tapered polarizing film was unsuccessful. Moreover, Smith 
Exhibit 14 does not in itself indicate that tapered polarizing 
film was “applied to one surface” of “a base of transparent 
material.” as required by the interference count, or that a 
finished structure of the type specified in the count was suc¬ 
cessfully subjected to a test. 

Chubb did not testify that tapered polarizing film, specif¬ 
ically. was applied to one surface of a base of transparent ma¬ 
terial. and his answer that there were “many cases of the use 
of glass” was in answer to a question concerning polarizing film 
generally (Smith record, p. 2S, Q. 212). Paggi replied affirm¬ 
atively when asked whether he recalled having seen sheets made 
by Chubb at the du Pont plant having the feature of varying 
thickness and/or varying polarizing properties (Smith record, 
p. 46. Q. 37) and he also replied in the affirmative when asked 
whether he helped Chubb in his testing of the finished sheet 
(Smith record, p. 47. Q. 3S). but he did not give the date or 
result of such testing. In response to a question whether he 
was “ever present at any road tests of any of the polarizing 
material made by Mr. Chubb, and used in connection with auto¬ 
mobile headlighting,” Paggi answered that he “was present 
at one which was run with Westinghouse in Bloomfield” 
(Smith record, p. 47. Q. 39). but he did not give the date of 
this test, the particular material which was tested, or the result 
of the test. 

Smith’s testimony that polarizing film was laminated be¬ 
tween glass (Smith record, p. 70, Qs. 82-S6) is not clear as to 
whether the polarizing film was of varying polarizing properties, 
and the date of production of such a structure is not given. 
Even if Smith’s testimony were considered to refer to a struc¬ 
ture as required by the interference count, it is uncorroborated. 

Chubb testified that on April 13, 1936 he was called by Smith 
on the telephone and told that Smith had made a polarizing 
sheet of varying thickness by scraping down one edge of a 
regular sheet. This testimony is hearsay in so far as it relates 
to proof of reduction to practice and there is no evidence that 
the structure which Smith is alleged to have produced was ever 
applied to a base and the whole successfully tested. 
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Chubb identified Smith Exhibit 13 as a sample of polaiv 
izing material which tapers in thickness across its width and 
stated that it was made on June 1, 1937 (Smith record, p. 26, 
Qs. 195, 196) and Smith testified that this sheet is typical of 
those made prior to April 29. 1936 (Smith record, p. 71, Q. 91). 
Even assuming that there is satisfactory evidence that Smith 
Exhibit 13 corresponds in every detail to polarizing sheets made 
in April. 1936, there is insufficient proof that such sheets were 
applied to a transparent base as required by the interference 
count and successfully tested at that time. Smith testified 
that tests were carried out on all types of products which he 
identified shortly after such products were prepared (Smith 
record, p. 76, Qs. 132, 133), but this testimony is not corrobo-f 
rated and, even if corroborated, such a broad statement with 
no indication of the result of the tests does not constitute a 
satisfactory substitute for specific testimony as to a specific 
test of a specific material on a specific date. 

On page 12 of his brief the party Smith states that lamina¬ 
tions were tested and shown satisfactory and that “these lami¬ 
nations included polarizing foils of varying polarizing proper¬ 
ties such as Exhibit 13.” As pointed out previously, there is 
insufficient proof that a tapered polarizing film was applied 
to a transparent base and successfully subjected to test. It! 
may be noted at this point that the record for the junior party 
demonstrates extreme care in making and preserving records of 
ideas and observations, even to the extent of recording tele-i 
phone conversations (Smith Exhibits 1, 24, 25), yet not a 
single document has been introduced in evidence which de¬ 
scribes the actual application of a polarizing foil of varying 
polarizing properties to a transparent base, as required by the 
interference count, nor has there been introduced in evidence 
any written record of a test of such a structure. 

Chubb identified Smith Exhibit 15, bearing a date off 
“ff-12-37” at the bottom, as a record of the laminating of po¬ 
larizing film and glass, but there is no reference in this ex-i 
hibit to the “merging” feature specified in the interference 
count and Chubb did not testify that such feature was pres¬ 
ent. There is a notation in Smith Exhibit 15 to the effect that; 
small glass discs were received for the making of “partial- 
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coverage spectacles” and Chubb identified Smith Exhibits 
6, 7, and S as lenses made from these discs. Smith Exhibits 
6, 7, and 8 are lenses which are partly polarizing and partly 
non-polarizing. Chubb testified with respect to Exhibits G 
and 7 that the polarizing area merges into the non-polarizing 
area (Smith record, p. 20, Q. 147) and he also testified with 
respect to Exhibit 8 that the pinkish strip represents a band 
of intermediate polarization so that the polarizing portion 
merges with decreasing polarizing effect into the non-polariz¬ 
ing portion (Smith record, pp. 20-21, Qs. 150, 151). It does 
not appear that any one of Smith Exhibits 6. 7, or S includes 
a sufficient zone of merger from polarizing to non-polarizing 
effect to be of any utility in avoiding the undesirable effects 
of rapidly changing polarizing properties or in providing a 
zone of varying polarization. Moreover, it may be doubted 
that the polarizing portion of the foil is “within the outline” 
of the base or that this portion merges with decreasing polariz¬ 
ing effect into the “surrounding” non-polarizing area, as re¬ 
quired by the interference count. There is no evidence that 
there was any intention of producing a structure meeting the 
terms of the interference count, and Chubb did not describe 
the method he used to produce a zone of decreasing polarizing 
effect. The pinkish strip on Smith Exhibit S appears to be 
merely an undesired imperfection, as evidenced by a spot of 
similar color wholly within the polarizing portion. Moreover, 
there is no corroborated evidence that Smith Exhibits 6. 7, 
or 8 were ever successfully “used as lenses of spectacles for 
analyzers in vehicle antiglare systems” (Smith record, p. 20, 
Q. 144) or that they were ever successfully tested in any other 
manner. 

There is also evidence in the Smith record that polarizing 
structures were produced wherein part of the polarizing film 
was opaque (Smith record, pp. 31-32, Qs. 238-246; pp. 33-38, 
Qs. 10-44; p. 40; pp. 74-75, Qs. 117-124; Exhibits 21, 22, 23), 
but it is considered clear that structures having opaque areas 
wmuld not meet the terms in the interference count requiring “a 
foil of transparent material” and that such partially opaque 
structures would not have any utility -within the meaning of 
the involved patent or application. 
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The party Smith has established a conception date of April 
13, 1936 but has failed to prove reduction to practice of the, 
invention in issue prior to his filing date. In order to prevail, 
therefore, the junior party must prove that he exercised rea¬ 
sonable diligence beginning at least immediately prior to 
Sauer’s domestic filing date of December 30, 1937, assuming 
that the senior party is not entitled to any earlier date. There 
is insufficient evidence of diligence during this entire period, ; 
and priority must accordingly be awarded to the senior party. 

In particular, attention is directed to the fact that disclosures 
of Smiths activities were turned over to Brown on March 8, ; 
1938, yet the Smith application was not filed until more than 
two years later. 

The party Smith contends in his brief that the Sauer patent , 
is inoperative and certain of the evidence adduced on behalf 
of the junior party is intended to support this contention. 
However, the question of inoperativeness of the Sauer patent : 
can not be considered in view of the fact that the party Smith 
failed to bring a motion to dissolve on this ground under the 
provisions of Rule 122 and did not show good reason why such j 
a motion was not presented and prosecuted. Crane and Stout ; 
v. Carlson, 29 C. C. P. A. 879,1942 C. D. 323, 540, 0. G. 707, 125 j 
F. (2d) 709,52 U. S. P. Q. 495, and cases cited therein. 

During the motion period in Interference No. 78.603. the 
predecessor of the presently designated interference, the party 
Sauer moved to dissolve on the ground that the count in issue ■ 
was barred to the party Smith by two German Gebrauchs- ; 
muster in the name of Sauer’s assignee and bearing dates more 
than two years prior to the party Smith’s filing date. The Pri- j 
mary Examiner granted this motion and the interference was 
dissolved without appeal in accordance with Rule 124. On j 
appeal by the party Smith after an ex -parte rejection of the 
claim corresponding to the interference count, which rejection 
was based on the two German Gebrauchsmuster, the Board of 
Appeals held that a Gebrauchsmuster is neither a patent nor 
a printed publication within the meaning of R. S. 4SS6 and i 
accordingly ruled that the two Gebrauchsmuster previously 
referred to do not constitute statutory bars against the junior 
party. In his brief on final hearing the party Sauer again urges 
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that the two Gebrauchsmuster in the name of his assignee con¬ 
stitute statutory bars to the grant of a patent to the party 
Smith. This is a matter which relates to patentability and 
may not be raised at final hearing on the question of priority. 
Guenifjet, Benoit, and Nicault v. Wictorsohn, 134 0. G. 255, 
190S C. D. 10S. 

In his brief at final hearing the party Smith states that Sauer 
is “limited to the filing date of his U. S. application” (Smith 
brief, p. 2), whereas the party Sauer claims under the Inter¬ 
national Convention the benefit of the filing date of a Ge¬ 
brauchsmuster filed in Germany by his assignee on December 
31, 1936. The filing of this Gebrauchsmuster was acknowl¬ 
edged in the oath of the Sauer application and was alleged in 
the Sauer preliminary' statement, and a certified copy and 
translation thereof were filed in the earlier interference. No. 
7S.603. Whether this Gebrauchsmuster constitutes a con¬ 
structive reduction to practice, as claimed by the senior party, 
or whether it is not a constructive reduction to practice because 
inoperative, as claimed by the junior party, need not be de¬ 
cided, for Sauer's V. S. filing date is sufficient to give him the 
award of priority. However, it may be noted that in a memo¬ 
randum filed in Interference No. 78,603 at the hearing on 
motions the party Smith conceded “that the International Con¬ 
vention as written gives priority rights based upon Gebrauchs¬ 
muster’'' (p. 1). As for the disclosure in the Gebrauchsmuster, 
it may be noted that it is in essence the same as the disclosure 
in the domestic Sauer patent and any doubt as to the support 
for the count in issue in the Gebrauchsmuster should be re¬ 
solved against the party Smith because the junior party did 
not move to dissolve the interference on the ground that the 
domestic Sauer patent did not support the count. Dreyfus 
v. Lilienfeld, 18 C. C. P. A. 1539, 1931 C. D. 6S1, 413 0. G. 862, 
49 F. (2d) 1062, 9 U. S. P. Q. 522. It should also be noted that 
only the Gebrauchsmuster application filed on December 31, 
1936 under the number Z 7 482 Gm. 4b and registered on 
March 10, 1938 under No. 1 431 367 may be considered in 
determining Sauer’s priority, since this is the only Gebrauchs¬ 
muster acknowledged in Sauer’s preliminary statement (Rule 
110 ). 
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During the motion period in Interference No. 78,603 the 
party Sauer moved to dissolve on the ground that the party 
Smith cannot make the count, but the motion to dissolve on 
this ground was denied by the primary examiner and the party 
Sauer did not reassert his motion on final hearing. 

The party Smith has failed to overcome the domestic filing 
date of the party Sauer, and the senior party is accordingly 
entitled to the ward of priority. 

Priority of invention of the subject matter in issue is hereby 
awarded to Hans Sauer, the senior party. 

W. E. Waite, 

Examiner of Interferences. 

P. I. Heyman, I 

Examiner of Interferences. 

Louis F. Kreek, 
Examiner of Interferences. 

Board of Interference Examiners. 

April 13, 1943. 

i 

PIH/Mag/D. Paper No. 41. 1 

Department of Commerce 

UNITED STATES PATENT OFFICE 

Richmond, Virginia j 

Please find below a communication from the Examiner of 
Interference in this case. 

Conway P. Coe, 
Commissioner of Patents. 

Bernard Wohlfert, 

c./o Alien Property Custodian, 

National Press Bldg., Washington , D. C. 

Interference No. 79,902 

i 

Smith v. Sauer 

On April 29, 1943, the party Smith filed a petition for recon-i 
sideration of the decision rendered in the above entitled inter^ 
ference on April 13, 1943. A memorandum in opposition to 
the party Smith’s petition was filed by the party Sauer on May 
5,1943." 
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A large part of the party Smith’s petition for reconsideration 
is merely an expression of a difference of opinion with the con¬ 
clusion reached by the Board of Interference Examiners. 
Clearly, such difference of opinion does not constitute ground 
for reconsideration. The petition is made up of six principal 
sections and will be considered in the same order. 

The party Smith contends that an unreasonably narrow con¬ 
struction has been placed on the limitation in the count, “the 
polarizing portion of the foil merging with decreasing polariz¬ 
ing effect into the surrounding non-polarizing area of the foil.” 
It is apparently Smith’s view that in construing the count the 
phrase “with decreasing polarizing effect” should be disre- 
' garded. We cannot subscribe to this view, for the count 
clearly specifies that the merger of the polarizing portion and 
the non-polarizing area should be accompanied by a “decrease 
ing polarizing effect.” Smith’s interpretation would render 
the three quoted words superfluous and meaningless. Smith’s 
contention that the word “gradual” should appear in the count 
before the interpretation of the Board of Interference Ex¬ 
aminers can be supported has been considered, but no necessity 
is seen for insistence upon a particular word when a phrase of 
similar import is used. Assuming, arguendo, that the phrase 
“with decreasing polarizing effect” is ambiguous, the prior 
art of record in the Sauer patent file must be referred to for 
the purpose of construing the issue (Rule 130). It is clearly 
brought out in the remarks accompanying the amendment filed 
May 26, 1939, in the Sauer patent file that the count in issue 
distinguishes over the prior art because it is restricted to a 
“polarizing foil or screen whose polarizing effect decreases 
gradually at the margin where the latter merges into a clear 
non-polarizing portion of the foil.” The party Smith also calls 
attention to the action of the primary examiner in suspending 
action on an application of Land, Serial No. 209,060. The 
proceedings in the prosecution of that case are not of record 
in this interference and, moreover, are apparently irrelevant. 
The party Smith’s view cannot be accepted that a sharp merger 
between a uniform polarizing area and a surrounding non¬ 
polarizing area is a merger “which is accomplished ‘with de- 
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creasing polarizing effect’ ” (Smith’s petition for reconsidera- ; 
tion, p. 8). | 

The party Smith also takes exception with statements in 
the decision of April 13, 1943, to the effect that the zone of ; 
“decreasing polarizing effect” must be of sufficient width to be 
useful. It is recognized that the interference count does not 
specify any particular application of the polarizing structure, 
but the original decision is not based on any requirement of a 
particular utility. There is presumed to be some utility in the 
zone of “decreasing polarizing effect,” and until such utility 
has been demonstrated in a complete reduction to practice the 1 
proofs of reduction to practice must fail. The party Smith ! 
has not been restricted to a windshield, drop-flap, or eyeglass j 
lens, but, whatever the nature of the device, the merger zone 
must be wide enough to be of utility in the intended use of the 
device. The party Smith contends “that the area of gradual 
merger in Exhibits 6, 7, and 8 is useful if that area possesses 
any utility under any circumstances whatever (Smith petition 
for reconsideration, pp. 13-14). Assuming that the merger 
in these exhibits is gradual and not merely an undesired im¬ 
perfection, there is no showing in the Smith record that the 
zone of merger w r as of any utility whatsoever. The party I 
Smith requests that a zone of merger possessing utility be i 
specifically defined, as in inches, but we do not feel it necessary 
to go any further than pass upon the evidence actually in the 
record. 

The party Smith requests that the original decision be clari¬ 
fied by defining the tests which should be carried out to estab¬ 
lish a reduction to practice. The party Smith points out that 
the only test called for by the count is to look through the 
device against a known polarizer and that all of Smith’s ex¬ 
hibits today meet that test. Some utility must be presumed i 
for the structure defined in the interference count; the exact 
utility is not specified in the count, but a reduction to practice i 
requires that the finished structure be successfully tested in 
its intended application. Thus, a headlight system must be 
tested as a headlight, an eyeglass lens as an eyeglass. We 
need only pass upon the evidence actually submitted at this 
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time and do not feel it necessary to prescribe specific tests, the 
nature of which may vary from case to case. 

The party Smith requests amplification of the statement on 
page 11 of the decision rendered April 13, 1943, “Moreover, 
it may be doubted that the polarizing portion of the foil is 
‘within the outline’ of the base or that this portion merges with 
decreasing polarizing effect into the ‘surrounding’ non-polar¬ 
izing area, as required by the interference count.” On re¬ 
view, this observation appears to be correct and, since the 
remaining holdings in the same paragraph fully dispose of 
Smith Exhibits 6, 7, and S, there is no necessity for elaborating 
on the quoted sentence. 

The party Smith contends that the party Sauer’s 
Gebrauchsmuster is in no way a proper part of the record in 
the present case and that it was improperly considered. In 
the paragraph beginning on line 6 of page 14 of the decision 
rendered April 13, 1943 the only holding with respect to the 
Gebrauchsmuster was phrased as follows: 

Whether this Gebrauchsmuster constitutes a construc¬ 
tive reduction to practice, as claimed by the senior 
party, or whether it is not a constructive reduction to 
practice because inoperative, as claimed by the junior 
party, need not be decided, for Sauer's U. S. filing date 
is sufficient to give him the award of priority. 

The remainder of this same paragraph consists of statements 
of fact or of law which appear to be correct. 

The party Smith insists that the question of Sauer’s right 
to make the count was properly raised at final hearing and 
calls attention to the decision of Summers v. Esau, 485 0. G. 
513,1937 C. D. 8, 36 U. S. P. Q. 75. This case was considered 
in arriving at the original decision, but the decision does not 
relieve a party attacking a patentee’s right to make the count 
from the necessity of filing a motion under Rule 122; only 
the procedure to be followed in disposing of such a motion is 
prescribed. The party Smith has failed to comply with the 
provisions of Rule 130, although a motion period was set in 
Interference Xo. 78.603, the predecessor of the present inter- 
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ference, and the rule of law set forth in Crane and Stout v. 
Carlson , cited on page 13 of the decision of April 13, 1943, is 
equally applicable when a patentee’s disclosure is attacked. 
The party Smith states “that the Board here can, and should, 
consider the question of the sufficiency of Sauer’s disclosure 
on their own motion and wholly apart from our other reasons 
for such action” (Smith petition for reconsideration, p. 21). 
Obviously, a direct evasion of the requirements of Rule 130 
is involved when a party is heard to urge the practice of 
Smith v. Foley v. Anderson v. Smith, 136 0. G. 847, 1908 
C. D. 210. 

Under miscellaneous matters the party Smith urges that 
Blake’s testimony should have been considered on the question 
of Smith’s diligence. The party Smith does not contend that 
Blake has accounted for the entire period from just prior to 
Sauer’s filing date of December 30, 1937, until Smith’s filing 
date of June 26,1940, and an examination of Blake’s testimony 
reveals no evidence of diligence since the middle of 1939 except 
for the occasional coating of plates (Smith record, p. 36, Q. 30). 
The party Smith states that 

criticism directed against the testimony of one witness 
with respect to certain exhibits (for example, Chubb and 
Exhibits 6, 7 and 8) will be found met and covered by 
the testimony of other witnesses (for example, Smith) 

(Smith petition for reconsideration, p. 22). This statement 
completely disregards the necessity for corroboration, for the 
inventor himself cannot overcome the weaknesses in the testi¬ 
mony of his corroborating witnesses. The party Smith points 
out that the defects mentioned in Exhibit 14 disappear when 
the foil is coated with adhesive. There is no proof of this in 
the Smith record and, as pointed out on page 8 of the original 
decision, there is no evidence that a film as described in Smith 
Exhibit 14 was ever applied to a base and successfully tested. 

Reconsideration of the decision of April 13, 1943, is granted 
to the extent indicated above and that decision is adhered to 
as amplified above. 
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Since fifteen calendar days still remain within the original 
appeal period of forty days, computed according to Rule 149, 
the original period of forty days is not extended (Rule 149). 

W. E. Waite, 

Examiner oj Interferences. 

P. I. Heyman, 

Examiner oj Interferences. 

Louis F. Kreek, 
Examiner oj Interferences. 

Board oj Interference Examiners. 

•3 May 13, 1943. 
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